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lacobucci, Major, Bastarache and Binnie JJ.

ON APPEAL FROM THE COURT OF APPEAL FOR
QUEBEC

Patents — Infringement — Validity — Scope and
ambit of patent owner’s monopoly — Anticipation by
publication — Extent to which patent monopoly protects
“substance” of invention — Whether claims patented
sufficiently elastic to catch competitor’s machine.

The appellant is the owner of two patents of invention

FreeWorld Trust Appelante

C.

Electro Santé Inc., Paul Demers et Nogl
Degardins Intimés

et

Promotion R.A.S. (1992) Inc. et
Electronique SEM Inc. Demanderesses devant
la Cour supérieure

et

Procter & Gamble Inc. Intervenante

REPERTORIE; FREE WORLD TRUST C. ELECTRO SANTE INC.
Référence neutre: 2000 CSC 66.

N du greffe: 26406.
1999: dekmhbre; 2000: 15edembre.

fents: Les juges L'Heureux-Deib” Gonthier,
McLachlin, lacobucci, Major, Bastarache et Binnie.

EN APPEL DE LA COUR D’APPEL DU KREC

Brevets — Contrefacon — Validité — Etendue et por-
tée du monopole du titulaire d’ un brevet — Antériorité
par publication — Mesure dans laquelle le monopole
d’un brevet protege I’ «essentiel» de I'invention — Les
revendications de brevets sont-elles suffisamment exten-
sibles pour englober |"appareil d’un concurrent?

L’'appelante est titulaire de deux brevets d’invention

issued in 1981 and 1983 which relate to an apparatuselivrés en 1981 et 1983, visant un appareil qui irradie

that bombards different parts of the human body with

edifites parties du corps humain d’ondlestroma-

low frequency electro-magnetic waves. The system dis- etigges de basseefjlience. L'appelante aecbuvert

covered by the appellant was for a new method of con-
trolling the amplitude and frequency of the electro-mag-
respondent
company developed and marketed an apparatus which
achieved similar therapeutic purposes, but employed
instead a
“microcontroller”. The appellant acknowledged the dif-
ference, but argued that the end result was the same and
therefore its patent monopoly was infringed. The trial
judge ruled the patents anticipated and thus invalid. The

netic waves by “circuit means”. The

somewhat different technology, using

une nouvebe fde egler, d l'aide de «circuits»,
'amplitude etedquémnce des ondedectromaga-
tiques. La compagniesétaméony et lane” sur le
enarchppareil permettant d’obtenir des effets th”
rapeutiques semblableas, liaigis d’'une technique
quelque peerahifg utilisant un «microcootgur.
L’'appelante a reconnu Eratiffé, mais a fait valoir
que, en fin de cormptdtatecst le mhe et que les
ie8ronht donc contrevenu au monopole ace@al’ le
brevet. Le juge derprémstance a conclu que les
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Court of Appeal reversed the finding of invalidity but brevets se heurtaiene argfiorité etétaient par con-

found there was no infringement. eqient invalides. La Cour d'appelegar€ la conclu-
sion d'invalidit, mais a conclu qu’il n'y avait pas de
contrefaon.
Held: The appeal should be dismissed. Arrét: Le pourvoi est rejet”
The interpretive task of the court in claims construc- Il incombe au tribunalespjriérpeter des reven-

tion is to separate and distinguish the essential from the dications de distinguerepaidaget I'essentiel et le

inessential and to give to the “field” of the monopoly non-essentiel et d’accorder au «champ» du monopole

framed by the essential elements of the claims the legalelimité par leeléments essentiels des revendications la

protection to which the holder of a valid patent is enti- protection juridajuequelle a droit le titulaire d’'un

tled. The essential elements common to the claims of brevet valideelée®nts essentiels communs aux

both patents in suit include a control to regulate the peak revendications des deux brevets comprennent un con-

amplitude and frequency of electro-magnetic waves by ole t€glanta I'aide de «circuits» I'amplitude deeatg et

“circuit means”. The claimed invention effected an inge-  ém@ience des ondesettromagatiques. L'invention

nious combination rather than a mere aggregation of revergliquorrespondaitn “une combinaison ieg”

previously known components. The invention was not nieuse de composgntoaiius, et noa leur simple

anticipated by a prior publication that did not address  juxtaposition. L'invention ne se heuad gu@srio-

the technical problems dealt with in these patents. e ditihe publication qui n'abordait pas les diffiegt”
techniques sur lesquelles portent les brevets en cause.

The more difficult issue is how best to resolve the La question la plus difficile comsidééerminer
tension between “literal infringement” and “substantive quelle esetaadéhe qui s'impose pour arbitrer «con-
infringement”. ThePatent Act seeks both fairness and treda, textuelle» et «contrefan de I'essentiel du bre-
predictability. Its objective of promoting research and vet» Ldiasur les brevets vise tant IEquig que la peg-
development would be undermined if competitors fear visihilitobjectif visanta favoriser la recherche et le
to tread in the vicinity of the patent because its scopeeveldppement est compromis lorsqu’un concurrent
lacks a reasonable measure of precision and certainty. craint de marcher dans les plates-bandes du titulaire
Predictability is achieved by tying the patentee to its d’un brevet dont laepaf€st pas raisonnablement
claims and fairness is achieved by interpreting those ecigeg” et certaine. La grisibilité est assa€ du fait
claims in an informed and purposive way. que les revendications lient leeomErjuie Bsulte

de linterp@étation des revendications deda,éclaige
et en fonction de I'objet.

The greater the level of discretion left to courts to Plus grand est le pouvogtidiscdire accoml au
peer below the language of the claims in a search for the tribunal de rechercher «l'esprit de l'inventioa» au-del’
“spirit of the invention”, the less the claims can perform du ldbelE's revendications, moins les revendications
their public notice function, and the greater the resulting peuvent joueroleud’mformation du public et plus
level of unwelcome uncertainty and unpredictability. l'incertitude et I'emfmibilité qui en esultent malheu-
“Purposive construction” does away with a purely literal reusement sont grandes. L’eifatiopr&léologique»
interpretation but disciplines the scope of the “substan- supprime liatatipri purement textuelle, mais elle
tive” claims construction in the interest of fairness to resserre l'irgExion de ce qui constitue I'«essentiel»
both the patentee and the public. Some elements of a des revendications et ce, afin qu’un teajtetaiaiet
claimed invention are essential while others are non- soit aeeotd fois au brevetet au public. Certains
essential. These are identified, on the basis of the coneléments de [linvention sont essentiels, alors que
mon knowledge of the worker skilled in the art to which d’autres ne le sont pasléBemts sontatermirés en
the patent relates as of the date the patent is published fonction des connaissances usuelles d'un travailleur
(under the current provisions of tRatent Act the date vers'dans l'art dont rele linvention, a la datea’
of publication is the “laid open” date). There is no laguelle le brevet estepigoiit, selon les dispositions
infringement if an essential element is different or omit- actuelles deilaur les brevets, la date d'«accessibi-
ted in the allegedly infringing device, but there may still edjt” Il n’y a pas de contrefan lorsqu’unelément
be infringement if non-essential elements are substituted essentiel de I'appareil en causerest diff omis,
or omitted. For an element to be considered non-essen- mais il peut toutefois y avoir conti@fsque des
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tial and thus substitutable, it must be shown either tha¢léeménts non essentiels sont subestwu omis. Pour

on a purposive construction of the words of the claim it gelémént soit jug'non essentiel et, partant, rempla-

was clearly not intended to be essential, or that at theable, il fautetablir que, suivant une integiation €léo-

date of publication of the patent, the skilled addressee logique des termesemnajalng la revendication, I'in-

would have appreciated that a particular element could venteur n'a manifestement pas voulu qu’il soit essentiel,

be substituted or omitted without affecting the working ou quie, date de la publication du brevet, le destina-

of the invention. taire vees’dans l'art aurait constatqu’un €lément
donré pouvaitetre substita’ou omis sans que cela ne
modifie le fonctionnement de I'invention.

Based on the foregoing principles, the respondents’
device does not infringe. The ingenuity of these patents
lay not in their identification of a desirable result but in
teaching particular means to achieve it. The claims can-
not be stretched to allow the patentee to monopolize
anything that achieves the desirable result. The respon-
dents’ device differs both structurally and operationally
from the device contemplated in the claims. The use of a
“microcontroller” substituted a totally different technol-
ogy and was fatal to the appellant’s allegation of
infringement.

Vu ces principes, I'appareil des inéngconstitue
pas une coortrefaingéniosi€ proprea’ ces brevets
ne tientgplasdtermination d’unesultat souhaitable,
maisabienseignement d’'un moyen particulier d'y
parvenir. Laepdes revendications ne peetre”
extensible au point de permettreead’ &xevetr un
monopole sur tout moyen d’obtersuliatr souhait”
L'appareil dessnsm distingue de celui envisag”
dans les revendications tant par sa construction que par
son fonctionnement. L'utilisation d'un «miceacontr”
leur» emporte la substitution d’'une technologie totale-
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The judgment of the Court was delivered by Versiondaise du jugement de la Cour rendu
par

BINNIE J — The principal question that arises LE JUGE BINNIE — Dans le cadre du esent 1
on this appeal is the extent to which a patent  pourvoi, notre Cour est principalemeet appel”
monopoly protects “the substance” or “the spirit” etefminer dans quelle mesure le monopole con-
of an invention, as distinguished from what is liter- eréfpar un brevet prege I'essentiel» ou I'«es-
ally described in the written claims, and whether  prit» de l'invention, par oppositioa qui est
on the facts of this case the claims patented by the  erpness enon& dans les revendications
appellant are sufficiently elastic to catch theecrifes, et si en l'egge, les revendications des
electro-magnetotherapy machine of the respondent  brevets de l'appelante sont suffisamment exten-
Electro Sarg’Inc. sibles pour englober I'appareiletéctromagato-
thérapie de l'intinee Electro Sarg’Inc.
More specifically, the appellant concedes that Plus pecig€ment, 'appelante reconmaue I'ap- 2
the respondents’ machine, which is used in the pareil desesitigui est utilis’dans le traitement
treatment of such bodily ills as rheumatism and  d’affections physiques comme le rhumatisme et
arthritis, is not precisely as described in the written  I'arthrite, ne correspond pas exa@dmelss-
claims of its patents. It says, however, that the cription qui figure dans les revendieatites ~
respondents have stolen the substance of its inven-  de ses brevets. Elle soutient cependant que les
tion and claims an injunction plus compensatory ieSnse sont appropri‘essentiel de son inven-
and punitive damages. tion et elle demande une injonction ainsi que des
dommages-ir@féts compensatoires et punitifs.
The appeal thus raises important questions about Le présent pourvoi soalie donc d’importantes 3
the scope and ambit of a patent owner’s monopoly.  questions concernantela wrthonopole que
Too much elasticity in the interpretation of the  @mfle brevea son titulaire. Une interptation
scope of the claims creates uncertainty and stifles  trop extensible decka gestfevendicationseer”
competition. Too little protection robs inventors of  de l'incertitude et entrave la concurrence. Une pro-
the benefit they were promised in exchange for  tection trop restreinte prive I'inventeur de l'avan-
making a full and complete disclosure of the fruits  tage qu’on lui a promésieamge de la divulga-
of their ingenuity. The Quebec Court of Appeal tion catpldu fruit de son iragiiosi€. La Cour
held that the respondents’ machines took neither  d’appel dibggua stari'que les appareils des
the letter nor the substance of the appellant’'s pat-  @#in€ contrefaisaient ni la lettre ni I'essentiel
ents. | think this conclusion was correct, although  des brevets de I'appelante. Je crois que cette con-
| get there by a somewhat different route. The clusion est juste, bien que j'yaalissie d'une
appeal must therefore be dismissed. emdfche quelque peu difénte. Le pourvoi doit
doncétre rejeg”

I. Facts |. Les faits

The appellant, Free World Trust, is the owner of L'appelante, Free World Trust, est titulaire des*
two patents of invention numbered 1,113,156 (the  brevets d'invention 1 113 156 (le «brevet 156») et
“156 patent”) and 1,150,361 (the “361 patent”) 1 150 361 (le «brevet 3&liwvjéd” respective-
issued in 1981 and 1983 respectively. The patents ment en 1981 et en 1983. Les brevets visent un
relate to an apparatus that bombards different parts  appareil qui irradiecrtiés parties du corps
of the human body with low frequency electro- humain d’onelestfomagatiques de basseefr”
magnetic waves. Electro-magnetotherapy is not  quenceledttomagafottérapie n’est pas un
new, but the appellant persuaded the Commis- traitement nouveau, mais I'appelante a convaincu
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,

sioner of Patents that it had discovered a new le commissaire aux brevets qu'elleauared
method of controlling the amplitude and frequency  une nouveltanfde egler,a I'aide de «circuits»,

of the electromagnetic waves by “circuit means” I'amplitude et éguence des ondedettroma-
with desirable and beneficial effects. The appel- etigues de fegn a obtenir les effetsdéfiques
lants put the invention described in these patents  voulus. L'appelante a ejjini€ntion vige

on the market in the form of an apparatus called  par ces brevets en commercialisant asegrsucc’
Rhumart, which was a commercial success. In  appareil @gpelimart. En 1991, elle a vendu
1991, the appellant sold 3,525 Rhumart systems 3 52BnsgstRhumart, son chiffre d'affaires -
for a total of $13,683,240. cepgard stlevant alorsa™13 683 240 $.

On March 4, 1992, the respondent Paul Demers, Le 4 mars 1992, 'intira’Paul Demers asigreé
one of the appellant’s sales representatives, quit his  ses fonctions en tant egentapt des ventes de
employ with the appellant and started the respon-  I'appelante et a mis sur pieétiistioiée afin
dent company for the purpose of developing and  de concevoir et de lancer sur le desreppa-
marketing electro-magnetotherapy machines in  reiledtromagetottérapie appels a concur-
competition with his former firm. Within approxi-  rencer ceux de son ancien employeur. Environ six
mately six months of Demers’ departure from the  moiegpe @&part de M. Demers de la se@’
appellant company, the “new” product was on sale.  appelante, le «nouveau» @taduibffert en
The respondent Nb'Desjardins, formerly an inde-  vente. L'inenNcél Desjardins, quetait aupara-
pendent distributor for the Rhumart system, joined  vant un distributel@pendant des syshes
Demers to provide distribution and marketing  Rhumart, s’est j@itMl. Demers pour le faire
expertise. bhéficier de son exgrience en matre de distri-

bution et de mise en mareh’

_The respondents’ apparatus (which it called L'appareil des intires (apped’ Electro-Sare5)
“Electro-Sarg”) achieved similar therapeutic pur-  permettait d’obtenir des effetapkutiques sem-
poses, but employed somewhat different technol-  blables,arl@&lé d’'une technique quelque peu
ogy. The present controversy revolves around ediffite. Le litige porte sur cette @ifénce et sur
these differences, and whether they are sufficiently  la question de savoir si elle est suffisamment
substantial to put the respondents outside the importante pour soustraire I'appareil d&es intim’
appellant’'s monopoly. Of particular importance is  au monopole de I'appelante. Est d’'une importance
the fact that the appellant’s patents teach the use of  pastiedl fait que les brevets de I'appelante
“control circuits” to regulate the magnetic field of  enseignent ['utilisation de «circuits deolwontr”
waves or pulses whose frequency, orientation and  pegulef le champ maegtique des ondes ou
amplitude are critical to therapy. Its Rhumart appa-  des impulsions dorgglaefrCe, I'orientation et
ratus employed such “control circuits”. The  I'amplitude sont crucialés ti€érapie. Son appa-
respondentsElectro-Sarg”machines, on the other  reil, le Rhumatait'do€ de tels «circuits de con-
hand, used a “microcontroller” which, according to oldws. Les appareilElectro-Sarg” des intines
the appellant’'s own expert, is @RRNSLATION] etaient par contre deg” d’'un «microconoieur»
“highly versatile element, similar to an IBM PC  qui, selon I'expert retenu par I'appelante, constitue
computer or the like”. He acknowledged that this  @eférient tes polyvalent, au eme titre qu’un
method of regulating the magnetic field is different  ordinateur IBM PC ou autre». L’expert a reconnu
from what is contemplated in the claims of the pat- que ce modegidation du champ magtique
ent. The appellant’'s position, however, is that the ediffde ce qui est envisaglans les revendica-
end result was the same and that its monopoly was  tions du brevet. Cependant, I'appelante estime que,
thereby infringed. en fin de compte, kestiltat est le mhe et qu'il y

a donc contrefagn.
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[I. Judgments Il. Les jugements des juridictionseiidures
1. Trial Judgment (Quebec Superior Court — 1. Premiere instance (Cour supérieure du Québec
Bergeron J.) — Le juge Bergeron)

The trial judge ruled against the validity of the Le juge de preneire instance a conclulinvali-
patents obtained by the appellant. Patent Act,  dité des brevets obtenus par I'appelanteldissur
R.S.C., 1985, c. P-4, provides that a patent canndés brevets, L.R.C. (1985), ch. P-4, evoit qu'un
be granted for an invention in a publication printed  brevet neqisiiatcord pour une invention qui
in Canada or in any other country more than two et@a dcrite dans une publication impre® au
years prior to the patent application (ss. 27(1) and  Canada ou dans un autre pays plus de deux ans
28(2)). In Bergeron J.s view, the invention avant la demande de brevet (par. 27(1) et 28(2)).
described in the patent claims was anticipated by a  De l'avis du juge Bergeron, l'inveatiore d’

1975 article authored by G. R. Solov'eva, entitled  dans les revendications du brevetegvditd”
“Instrumentation and Applications of Low- I'objet, en 1975, d’'un article de G. R. Solov'eva
Frequency Magnetotherapy”. The Solov'eva arti-  inditulhstrumentation and Applications of Low-
cle, he concluded, conveys all of the fundamental  Frequency Magnetotherapy». Il a conclu que I'ar-
elements needed to produce the claimed invention, ticle de Solov'eva renfermait taelénieats
thereby rendering the patents anticipated and thus  fondamereaassaires: la €alisation de I'in-
invalid: vention revendigeg, de sorte que les brevets se
heurtaienta’ une argfiorité et €taient par cores’
guent invalides:

[TRANSLATION] In my view, the Solov’eva article dis- A notre avis, l'article de Solov'evavéle tous leglé-
closes all of the fundamental elements necessary to ments fondamentaux pouvant peumetipersonne
allow a person skilled in the art or science of the rele- eeedsins I'art ou la science dontenad I'invention de
vant field to make or construct the invention. We find confectionner ou construire I'objet de I'invention. Nous
present in this article all the essential characteristics retrouvons dans cet articesdacerde toutes les
described in the patent claims. This is a publication that egistijues essentielleedites dans les revendica-
describes the invention that is the subject of patents tions des brevets. Il s’agit d’'une publicatiecrigui d”
1,113,156 and 1,150,316. invention faisant I'objet des brevets 1,113,156 et

1,150,361.

In light of this conclusion, Bergeron J. dismissed  Vu cette conclusion, le juge Bergeroe daejet”
the action without expressing an opinion on the  tion sans se prononcer sur la question de la contre-
issue of patent infringement. The allegation of cdia, du brevet. L'aégation de concurrence
unfair competition on the part of the respondents eloykle visant les inties Demers et Desjardins a

Demers and Desjardins was also rejected. elle atissejete.
2. Court of Appeal (Rousseau-Houle J.A. for the 2. Cour d'appel (Le juge Rousseau-Houle, s ex-
Court) (1997), 81 C.P.R. (3d) 456 primant au nom de la Cour), [1997] R.J.Q.
2907

Rousseau-Houle J.A. cited the provision of the Le juge Rousseau-Houle aeid disposition de 8

Patent Act which creates a presumption in favour Llai sur les brevets qui cée une mSomption de

of the validity of a patent. The burden of proving  vaédil brevet. Il incombait donc aux ings”

the invalidity of the appellant’'s patents on a bal- etdblir, selon la mpondrance des probabait;

ance of probabilities rested on the respondents. la non-ealdbts brevets de I'appelante. Les
The respondents failed to discharge this onus. The eéstin€ se sont pas acqesttte ce fardeau de
Solov'eva article did not contain all of the essential  preuve. L'article de Solov'eva ne renfermait pas
elements of the patent claims and a reading of it  tousléssents essentiels des revendications du
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would not provide a person skilled in the art the  brevet et ne fournissait yraes personne vers”
information necessary to build, without risk of  dans I'art I'informati@tessaire pour construire,
error, the patented device. Rousseau-Houle J.A. sans risque d'erreur, I'apparei. brev@ige
also rejected the arguments of lack of ingenuity = Rousseau-Hagalanent rejetles a&gations
and inventiveness. Accordingly, the trial finding of  d’absence dimgsi€ et d'esprit inventif. En
invalidity was reversed and patents '156 and '361 empresice, elle acarg la conclusion d'invali-
were declared valid. dit’du brevet tEé en prengire instance et a
déclag valides les brevets 156 et 361.

On the issue of infringement, Rousseau-Houle En ce qui concerne la contreém, le juge
J.A. considered the principles applicable to claims  Rousseau-Houle a ex&sinprincipes appli-
construction and noted that the appellant's case  cablémterprétation des revendications d’'un
rested on an allegation of “substantive” infringe-  brevet et a fait remarquer queséadba I'appe-
ment. Rousseau-Houle J.A. identified certain dif-  lante s’appuyait sur wgai@in de contretan
ferences and similarities between Electro-Sarg” de I'«essentiel» du brevet. Elle a reles€rtaines
and Rhumart systems and concluded that there erdiifes et similagg entre le sysimeElectro-
were sufficient differences to distinguish the  ®aet’le systme Rhumart, puis a conclu que le
Electro-Sarg¢” device and therefore rejected the  premier se distinguait suffisamment du second
allegation of infringement. The appeal with respect  pmirapper’la por€e des brevets. Elle a donc
to an injunction and damages was therefore dis- edjaliegation de contre€an. L'appel concer-
missed. nant une injonction et des dommageséts a

doncété rejet.

The respondents’ trustee in bankruptcy elected Le syndic de faillite des inties a choisi de ne
not to participate in the appeal to this Court. How-  pas participer au pourvoi dont notre Cour est sai-
ever, Procter & Gamble Inc. successfully applied  sie. Par contre, Procter & Gamble Inc. s’est vu
to intervene in support of the correctness of the  reatrenia” quali€ d'intervenante pouredéndre

outcome arrived at by the Quebec Court of Appeal.  le bienefaledia écision de la Cour d'appel du
Québec.
lll. Relevant Statutory Provisions lll. Les dispositioegjiElatives pertinentes

As the patents in suit were issued prior to Puisque les brevets en cause etit &Elivrés
October 1, 1989, the provisions of the former avant #& dctobre 1989, les dispositions de
Patent Act apply. The relevant sections of the Il'ancienn@ sur les brevets s’appliquent. Les
Patent Act, R.S.C., 1985, c. P-4, provide as dispositions pertinentes Hei laur les brevets,

follows: L.R.C. (1985), ch. P-4, disposent:
SECTION 27(1). [APPLICATION FOR PATENTS] PARAGRAPHE 27(1). [DEMANDES DE BREVET$

Subject to this section, any inventor or legal represen- Ssesve des autres dispositions desprit article,
tative of an inventor of an invention that was l'auteur de toute invention ou lesegpantdgal de

l'auteur d’'une invention peut, surgeéntation au com-
missaire d’une g@tition exposant les faits, appeldans
la présente loi le «@6t de la demande», et en se con-
formanta toutes les autres prescriptions de kespnte
loi, obtenir un brevet qui lui accorde I'exclusive pro-
priett d’'une invention qui rfait pas:

(a) not known or used by any other person before he a) connue ou utilisé par une autre personne avant
invented it, que lui-rafme l'ait faite;



[2000] 2 R.C.S.

FREE WORLD TRUSTC. ELECTRO SANTE INC.

Le juge Binnie 1033

(b) not described in any patent or in any publication
printed in Canada or in any other country more than
two years before presentation of the petition hereun-
der mentioned, and

(c) not in public use or sale in Canada for more than
two years prior to his application in Canada,

may, on presentation to the Commissioner of a petition
setting out the facts, in this Act termed the filing of the
application, and on compliance with all other require-
ments of this Act, obtain a patent granting to him an
exclusive property in the invention.

SECTION 28(2). [UMITATION OF TWO YEARS]

No patent shall be granted on an application for a pat-

ent for an invention that had been patented or described

b) décrite dans un brevet ou dans une publication
imgeimU Canada ou dans tout autre pays plus de
deux ans avaesdémtation de lagtition ci-apes

mentioss;”

c) en usage public ou en vente au Canada plus de
deux ans avargpi#t dé sa demande au Canada.

PARAGRAPHE 28(2). PRESCRIPTION

Aucun brevet netpeatcord sur une demande
de brevet pour une inventiortguirevéte ou

in a patent or publication printed in Canada or any other ecri#”dans un brevet ou dans une publication inmgegim”

country more than two years before the date of the
actual filing of the application in Canada, or had been in

au Canada ou dans un autre pays, plus de deux ans avant
la datepfit el de la demande au Canada, ou qui a

public use or on sale in Canada for more than two yearsté d'un usage public ou en vente au Canada depuis plus

prior to that filing.

SECTION 34. [SPECIFICATION]

(1) An applicant shall in the specification of his
invention

(a) correctly and fully describe the invention and its
operation or use as contemplated by the inventor;

(b) set out clearly the various steps in a process, or
the method of constructing, making, compounding or
using a machine, manufacture or composition of mat-
ter, in such full, clear, concise and exact terms as to
enable any person skilled in the art or science to
which it appertains, or with which it is most closely

connected, to make, construct, compound or use it;

(c) in the case of a machine, explain the principle
thereof and the best mode in which he has contem-
plated the application of that principle;

de deux ans avant cepdt.

ARTICLE 34. [MEMOIRE DESCRIPTIf

(1) Dans Emaire descriptif, le demandeur:

a) décrit d'une fapn exacte et comgtié I'invention et
son application ou exploitation, telles que les a con-
cues linventeur;

b) expose clairement les diverses phases d'un pro-
eddc’'ou le mode de construction, de confection, de
composition ou d'utilisation d'une machine, d’un
objet manefactuun compasde mattes, dans
des termes complets, clairs, concis et exacts qui per-
mettenttoute personne vers dans l'art ou la
science dewé f&hvention, ou dans l'art ou la
science qui s’en rapproche le plus, de confectionner,
construire, composer ou utiliser I'objet de 'invention;

¢) s'il s’agit d'une machine, en explique le principe et
la meilleurenmatant il a cory 'application de
ce principe;

(d) in the case of a process, explain the necessary d) s'il s’agit d'un pro&d, explique la suite etes-

sequence, if any, of the various steps, so as to distin-
guish the invention from other inventions; and

(e) particularly indicate and distinctly claim the part,
improvement or combination that he claims as his
invention.

(2) Claims to be stated distinctly — The specification
referred to in subsection (1) shall end with a claim or
claims stating distinctly and in explicit terms the things

saire, éeleéant, des diverses phases du edd¢”
deofeq distinguer I'invention d’autres inventions;

€) indique particukrement et revendique distincte-
ment la partie, le perfectionnement ou la combinaison
gu’il Bclame comme son invention.

(2)Revendications — Le neémoire descriptif se
termine par une ou plusieurs revendications exposant
distinctement et en termes explicites les choses ou
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or combinations that the applicant regards as new and in combinaisons que le demandeare aoreite nou-
which he claims an exclusive property or privilege. velles et dont il revendique laepFopuile priviege
exclusif.

SECTION 44. [WHAT PATENT SHALL CONTAIN AND ARTICLE 44. [TENEUR ET EFFET DU BREVEY
CONFER

Every patent granted under this Act shall contain the Tout brevet aceardertu de la psente loi con-
titte or name of the invention, with a reference to the tient le titre ou nom de linvention, avec renvoi au
specification, and shall, subject to the conditions pre- emwmife descriptif, et accorde, soeseive des condi-
scribed in this Act, grant to the patentee and his legal tions prescrites daasdat@doi, au brevetéta ses
representatives for the term therein mentioned, from the eseptantselgaux, pour la de€ y mentioneé,a par-
granting of the patent, the exclusive right, privilege and tir de la date de la concession du brevet, le droit, la
liberty of making, constructing, using and vending to faceltle priviege exclusifs de fabriquer, construire,
others to be used the invention, subject to adjudication exploiter et vandiautres, pour qu’ils exploitent,

in respect thereof before any court of competent juris- I'objet de l'invention, sauf jugement ecd'@sp un
diction. tribunal compfent.
The relevant amended provisions of fPatent Les dispositions pertinentes de lai sur les
Act, R.S.C., 1985, c. P-4, as amended by S.Corevets, L.R.C. (1985), ch. P-4, mod&&s par L.C.
1993, c. 15, provide as follows: 1993, ch. 15, disposent:
SECTION 10. [INSPECTION BY THE PUBLIC] ARTICLE 10. [CONSULTATION DES DOCUMENT$
(1) Subject to subsections (2) to (6) and section 20, all (1) ®=esve des paragraphes 82{6) et de I'ar-
patents, applications for patents and documents filed in ticle 20, les brevets, demandes de brevet et documents
connection with patents or applications for patents shall rekatdfeux-ci, épo®s au Bureau des brevets, peu-

be open to public inspection at the Patent Office, under vertrteyconsulis aux conditionseglementaires.
such conditions as may be prescribed.

(2) Confidentiality period — Except with the (2période de consultation — Sauf sur autorisation
approval of the applicant, an application for a patent, or du demandeur, une demande de brevet et les documents
a document filed in connection with the application, relaitelle-ci ne peuverdtre consults avant I'expi-
shall not be open to public inspection before a confiden- ration d'eniede” de dix-huit mois.

tiality period of eighteen months has expired.

(3) Beginning of confidentiality period — The confi- (3)Calcul de la période — La période se calcula °
dentiality period begins on the filing date of the applica- compter de la datpdtedé”|la demande de brevet ou,
tion or, where a request for priority has been made in si une demande de prEddihiEsentea I'egard de
respect of the application, it begins on the earliest filing celle-ci, de la datepde dE la prengfe demande
date of any previously regularly filed application on easigirement eépoge de fapn €guliére sur laquelle

which the request is based. la demande de mriest fonde.
SECTION 55. [LIABILITY FOR PATENT INFRINGEMENT] ARTICLE 55 [CONTREFAGON ET RECOUR}
(1) A person who infringes a patent is liable to the (1) Quiconque contrefait un brevet est responsable

patentee and to all persons claiming under the patentee envers lee beevieiite personne sectamant de
for all damage sustained by the patentee or by any such celui-ci du dommage que cetteaontnafeg fait
person, after the grant of the patent, by reason of the suleis 8pctroi du brevet.

infringement.

(2) Liability damage before patent is granted — A (2) Indemnité raisonnable — Est responsable envers
person is liable to pay reasonable compensation to a pat- le betviet(ite personne sectdmant de celui-ca °
entee and to all persons claiming under the patentee for concurrence d'une edmrsutinable, quiconque
any damage sustained by the patentee or by any of those accomplit un acte leur faisant subir un dommage entre la
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persons by reason of any act on the part of that person, admgec€lle la demande de brevet est devenue acces-
after the application for the patent became open to pub- sible au public segsrie de I'article 10 et 'octroi

lic inspection under section 10 and before the grant of du brevet, dans la cas acte aurait constéwine

the patent, that would have constituted an infringement cootnefai, le brevet avaiett octro¥ a la date o°

of the patent if the patent had been granted on the day cette demande est ainsi devenue accessible.

the application became open to public inspection under

that section.

IV. Analysis IV. L'analyse
Patent protection rests on the concept of a bar- La protection asseg par un brevet se fonde surl3
gain between the inventor and the public. In return la notion d’'un maxaiclu entre I'inventeur et le
for disclosure of the invention to the public, the  public. En contrepartie de la divulgation de l'in-
inventor acquires for a limited time the exclusive  vention, l'inventeur obtient, pour un certain laps de
right to exploit it. It was ever thus. Even before the  temps, le droit exclusif de I'exploiter. Il en a tou-
Statute of Monopolies (1623), the Crown rewarded  jouege ‘ainsi. Mfme avant |&tatute of Monopo-
an inventor with a limited monopoly in exchangelies (1623), |Etat Ecompensait I'inventeur en lui
for public disclosure of “a new invention and a  accordant un monopole poueriadepfestreinte
new trade within the kingdo . . . or if aman hath  eméhange de la divulgatiomHADUCTION] «d'une
made a new discovery of any thingtothworkers  nouvelle invention et d'une nouvelle act&itlans
of Ipswich Case (1653), Godb. 252, 78 E.R. 147, at  le royaume [...] ou lorsqu’un homme faisait la
p. 148, where the court went on to say that the ecodVerte de quelque chose de nouve@lsth-
effect of an unjustified monopoly was “to take workers of Ipswich Case (1653), Godb. 252, 78
away free-trade, which is the birthright of every  E.R. 1d7a p. 148, o'la cour a ajo@’qu’un
subject”. The argument for the respondents is that  monopole irguatiéiit pour effetTRADUCTION]
the appellant has failed to live up to its side of the  «d’abolir le ldmleange, qui est un droit que
bargain in two ways. In the first place, it did not chaque sujet acquiert en naissant». Les intim”
make a new discovery of anything. The appellant's etgrdent que I'appelante n'a pas respéetmar-
patents teach nothing that was not well known e elh’ce, sous deux rapports. Pemment, elle
beforehand. Its patents are therefore invalid. Sec- n'a pas fattardérte de quelque chose de nou-
ondly, even if the patents are valid, the appellant  veau. Ses brevets n’enseignent rietatjypas”
overreaches its bargain with the public by now ejadbien connu. lls sont donc invalides. D&uxi’
asserting a monopoly over devices that are in no  memeamensi les brevetstaient valides, I'ap-
way disclosed, taught or claimed in its patents. The  pelanteexigpore du marchintervenu avec
appellant is trying to get something for nothing. le public eegalint maintenant que son mono-
The appellant has given no consideration for the  pole englobe des appareils qui ne font I'objet d’'au-
patent protection it now seeks. That is the argu- cun enseignement, divulgation ou revendication
ment. dans ses brevets. L'appelante tente d'obtenir
guelque chose sans rien fournir en retour. Elle n'a
donré aucune contrepartie enhange de la protec-
tion par brevet gu'elle revendique maintenant.
Telle est la petention des intims.

1. The Claims in SQuit 1. Les revendications en cause

Patent claims are frequently analogized to Les revendications d’un brevet sont souvent
“fences” and “boundaries”, giving the “fields” of = compasa des «afures» eta des «frongres»
the monopoly a comfortable pretence of bright line  aelinditeraient clairement les «champs» faisant
demarcation. Thus, iMinerals Separation North  I'objet du monopole. Ainsi, dans laecision
American Corp. v. Noranda Mines, Ltd., [1947] Minerals Separation North American Corp. c.
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Ex. C.R. 306, Thorson P. put the matter as followsNoranda Mines, Ltd., [1947] R.C. de E. 306, le
at p. 352: pesident Thorson s’exprime dans les termes sui-
vants,a la p. 352:

By his claims the inventor puts fences around the fieldsTRAQUCTION] En formulant ses revendications, I'inven-
of his monopoly and warns the public against trespass- et&ge Une afure autour des champs de son mono-
ing on his property. His fences must be clearly placed in pole et met le public en garde contre toute violation de
order to give the necessary warning and he must not sagiéohd dElimitation doitétre claire afin de don-
fence in any property that is not his own. The terms of a ner l'avertisseresdsaire, et seule la pregtéi'de
claim must be free from avoidable ambiguity or obscu- l'inventeuredm@tcbturée. La teneur d’une revendica-
rity and must not be flexible; they must be clear and pre- tionedi@t Exempte de toute ambiuou obscuré”
cise so that the public will be able to know not only pouedrgevitée, et sa pae€ ne doit pastfe flexible;
where it must not trespass but also where it may safely elleetteitclaire et @mcise de fegn que le public
go. puisse savoir non seulementiblui est interdit de pas-
ser, mais aussiwil peut passer sans risque.

In reality, the “fences” often consist of complex En ralité, les «abtures» sont souvent consti-
layers of definitions of different elements (or e&s d'une superposition complexe ddimitions
“components” or “features” or “integers”) of dif- de dfEnts eléments (ou «composants» ou
fering complexity, substitutability and ingenuity. A «camitfiques» ou «parties gdfantes») dont la
matrix of descriptive words and phrases defines  complexitinterchangeabilé” et I'inggniosig
the monopoly, warns the public and ensnares the  sont variables. Un ensemble de mots et d’expres-
infringer. In some instances, the precise elements  sifirditdé monopole, met le public en garde et
of the “fence” may be crucial or “essential” to the ege’ le contrefacteur. Dans certains casglés -
working of the invention as claimed; in others the = menggiprde la «dfure» peuvenétte cruciaux
inventor may contemplate, and the reader skilled ou «essentiels» au fonctionnement de l'invention
in the art appreciate, that variants could easily be  reveedjqiens d'autres, I'inventeur peut envi-
used or substituted without making any material  sager que des variantes puisser@niaédie
difference to the working of the invention. The  empmeyou substig€s sans que cela ne modifie
interpretative task of the court in claims construc-  substantiellement le fonctionnement de linven-
tion is to separate the one from the other, to distin-  tion, et la personee darss I'art qui prend con-
guish the essential from the inessential, and to give  naissance de la teneur de la revendication peut le
to the “field” framed by the former the legal pro-  constater. Il incombe au tribunalespeErpe-
tection to which the holder of a valid patent is enti-  ter des revendications de distinguer les cas les uns
tled. des autres, deepdartager l'essentiel et le non-

essentiel et d’accorder au «chamgelirdité dans
un cas appartenaat|a premére caggorie la pro-
tection juridiquea’ laquelle a droit le titulaire d’'un
brevet valide.

The issue in this case turns on the construction L'issue du pesent pourvoi epend en somme de

of claim 1 in each of the two patents (as the other  Il'inetgtion de la prermere revendication de
claims incorporate and build on claim 1, they need  chacun des deux brevets (comme les autres reven-
not be considered at length). dications incorporent la renmtévendication et

s'appuient sur elle, il n'y a pas lieu de les examiner
a fond).
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(@) The '156 Patent a) Le brevet 156

1. An electro-magnetic low frequency therapeutic Sys{TRADUCTION] 1. Sys€me tlerapeutiqueelectromaga- 17
tem comprising a magnetization coil, said magnetizatioriique & basse &Qjuence comprenant une bobine de
coil being stationary during a magnetic field treatment,magretisation, qui est immobikss pendant un traite-
for creating a preselected therapeutic magnetic field inment par champ magtique, pour @ér un champ
response to preselected coil energizing-curreninagretique tiErapeutique @Election® en gponsea’
waveforms whereby said magnetic field has desiredies formes d’ondes gslectionmes de courant d’exci-
treatment characteristics, said magnetic field having amation de la bobine, le champ matgiglie ayant les
adjustable intensity set by adjustable control means, saichraceristiques de traitement voulues et son intensit”
control means also having: étant Eglée par des moyens de cady;"qui compren-
nentégalement:

(i) circuit means for controlling the peak amplitude of (i) des circuits permettanegler i’amplitude de
the said magnetic field for achieving a specific modula- etecdu champ maegtique pour obtenir une modulation
tion of said peak amplitude in a given time; partierdi de I'amplitude de eté en un temps doen”

(i) means to select the orientation and/or direction of (i) des moyereleaidish de 'orientation et (ou) de
the therapeutic magnetic field with respect to a tissue to la direction du chametionagti€rapeutique par rap-
be treated; port au tissatraiter;

(iii) circuit means to select the frequency of interrup- (iii) des circuits permettaneldetishner la -

tion of the coil energizing-current to obtain a selected guence d'interruption du courant d’excitation de la
one of different therapeutic magnetic field time patterns; bobine pour obtenir le @lefitishre parmi divers

profils de champ magatique tlerapeutique en fonction

du temps;

(iv) means to select a desired treatment time; auto- (iv) des moyeakedios de la d@é de traitement
matic demagnetizing means responsive to a preselected voulue: des moyeesadgetibation automatique
demagnetizing time and mode for attenuating said field selon un temps et un medeagetiSation pe<Llec-
in a desired manner to terminate a magnetic field treat- d@®oen vue deeduire le champ de ladan voulue

ment. pour mettre fin au traitement par champ retigné.
(b) The '361 Patent b) Le brevet 361

Claim 1 of the '361 patent offers certain La premére revendication du brevet 361 apportér8
improvements to the '156 patent; the major innova-  certaineticaations au brevet 156; les princi-
tions lie in a more detailed treatment of the control ~ pales innovatasiderit dans le traitement plus
means. Though it does not refer to a “stationary” ecf@ que permettent les moyens de adetr”
coil, it requires “means to secure said coil in a pre- emd”si elle ne fait pas mention d’'une bobine
determined fixed position” and repeats the require-  «immekiliselle pevoit des «moyens de fixa-

ment of a “control circuit means” to control ampli-  tion de la bobine dans une positid¢tegmirée»
tude and frequency. The broad monopoly asserted et reprend I'exigence d'un «circuit deeontr”
in claim 1 reads: pouregler I'amplitude et la &Quence. Voici la

teneur de la prerare revendication, quiedihit le
monopoleetendu de I'appelante:

1. An electro-magnetic low-frequency therapeutic sys- TRADPUCTION] 1. Sys€me tlerapeutiqueelectromaga:

tem comprising a magnetization coil for creating an tiqudbasse &quence comprenant une bobine de
electro-magnetic field, means to secure said coil in a giesgion pour @ér un champlectromagatique,
predetermined fixed position, generator means for feed- des moyens de fixation de la bobine dans une position
ing said coil with predetermined treatment signals to edfErmirée, un ghérateur permettant d’alimenter la

obtain a desired magnetic field characteristic, control bobine de signaux de traitemdierprirés pour

circuit means for selecting desired characteristics of said obtenir unescatapié voulue du champ magitue
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treatment signals, said control circuit means having (i) et des circuits deleqgrgrfnettant deefctionner les
circuit control means for controlling the peak intensity camstiques voulues des signaux de traitement, les
of said desired magnetic field, (ii) frequency control circuits de otmtdmprenant (i) des moyens de con-
means to select the frequency of said treatment signalsole de"I'intensig’ de cete du champ maetique voulu,

to obtain a selected type of a plurality of treatment sig- (ii) des moyens deleaterfEquence poureséction-
nals, (iii) adjustment means to preset the duration time nezdadrice des signaux de traitement afin d’obtenir
of said treatment signals and said electro-magnetic field, un slpetishre parmi plusieurs signaux de traite-

said desired magnetic field characteristics being prede- ment, (iii) des moyesglaige rhermettant de gué-
termined from a magnetic field pattern chart representa- gler leeddes signaux de traitement et du champ
tive of the parameters of the field of said magnetizatiorelecttomagafique, les caraetistiques voulues du

coil in the surrounding environment of said caoll champ netigoné etant pedétermiréesa partir d'un
whereby to obtain a desired range of intensity of said tableau de profils de chametiguagnépesentatif
field and a desired orientation thereof relative to a posi- des ptesdu champ de la bobine de netgation
tion of said coil. dans l'espace entourant la bobine afin d’obtenir une

gamme voulue d'intengt du champ et une orientation
voulue de ce champ par rappatla position de la
bobine.

This appeal raises questions of both validity and Le présent pourvoi porte tant sur la valaides
infringement. The task of claims construction is  brevets que sur leur ceaotmef@ans les deux
antecedent to both inquiries. cas, l'analyse deliudér par l'interptation des

revendications.

2. Claims Construction 2. L’interprétation des revendications

Based on the expert evidence given at trial as to Compte tenu de la preuve d’expert entendue en
the meaning of the terms used, and the understand- gmenmstance concernant le sens des termes
ing that these terms would convey at the date of eglist vu la comphiension que pouvait en
the patent to an ordinary worker skilled in the art  awifta” date du brevet un travailleur moyen
of electro-magnetotherapy devices and possessing e darss I'art des appareilsetictromagetothe-
the common knowledge of people engaged in that  rapie et ayant les connaissances usuelles des per-
field, it appears that while some of the elements of  sonnes travaillant dans ce domaine, il appert que
the '156 and '361 patents are essential if the certwliftnehts des brevets 156 et 361 sont
devices are to work as contemplated and claimed  essentiels pour que l'appareil fonctionne comme
by the inventor, others are non-essential. The non-  Baptinventeur et conforerhent aux reven-
essential elements may be substituted or omitted  dications, et que d'autres ne le sont glas. Les ~
without having a material effect on either the struc-  ments non essentiels petneersubstitas ou
ture or the operation of the invention described in  omis sans que la construction ou le fonctionnement
the claims. de l'invention etrite dans les revendications n’en

soit substantiellement modkfi’

(@) The Essential Elements a) Lelérments essentiels

The essential elements common to the claims of Les éléments essentiels communs aux revendi-
both the '156 and '361 patents include at least the  cations des brevets 156 et 361 congpteunnent
following: le moins:

1. a control to regulate the peak amplitude and 1. undentglant 'amplitude de eté et la
frequency of interruption of the current which eddence d’interruption du courant qui «excite»
“energizes” the coill; la bobine;
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2. such control to be provided by “circuit
means”.

2. des «circuits» assurarggtage.

For purposes of this appeal, it is unnecessary to Il n’est pas Bcessaire aux fins desegentes de 22

detail the other features of the invention. The argu-
ment is that a device which does not include these
essential elements is clearly “outside the fence” of
the claimed monopoly.

donnestldl dles autres caracistiques de I'in-
vention. é@nhion est que I'appareil qui ne
comprend paossnts essentieéchappe clai-

rement au monopokdirdité par les revendica-

tions.

(b) The Non-essential Elements

The '156 patent includes a number of additional
claims dependent on claim 1. Thus, for example,
claims 4 and 5 claim a “repeatedly discharged
capacitor” that fires an electric current through a
damping resistor into a magnetization coil and can
be wired to break the current up into pulses (“pul-
satile” wave forms) to produce magnetic fields.
The appellant argues that any such apparatus
would infringe its patent. However, the evidence is
that much of this equipment is commonly used in
university science laboratories and in other set-
tings involving the production of magnetic fields

b) Leléments non essentiels

Le brevet 156 comprend un certain nombre déd

revendicationsesugmiaires, qui efoulent de

la preamievendication. Ainsi, par exemple, les

revendications 4 etrbvelit un TRADUCTION]
«condensatmirargg de faon Epétte» qui

injecte un cowlantrigue dans une bobine de

nmetggation par voie d'uneesistance d’amortis-
sement et geinee@bl de fapna diviser le

courant en impulsions (forme d’'onee) mdsit

produire des champetigags. L'appelante fait

valoir gu’un appareil de ce genre constituerait une

contosfa, de son brevet. Toutefois, la preuve

using electric currents through coiled wires. They evelé qu'une grande partie de ce eral est cou-

are included in the patent only because of their use
in conjunction with “essential” elements of the

invention described in claim 1. In the case of some
of these specific components, anyone skilled in the
art reading the patent at the date of its publication
would immediately have appreciated that there
existed different commonly known substitutes or

mechanical equivalents that would do the job just
as well. The claims of the '361 patent also contem-
plate a number of interchangeable components that
do not constitute part of the essential invention.

Thus, claims 5, 14 and 20 of the '361 patent refer
to the use of switches in conjunction with the

device described in claim 1. These components
themselves were not patented on their own —
indeed, they could not be patented since they
represent equipment commonly known and used
by persons skilled in electrical engineering. They

came to be included in the claim as an element of

rammeng ukdliss les laboratoires universitaires

et en d’autres liawsant produits des champs

mwidguresa’ I'aide de courantsléctriques trans-
mis par desefitoitiaux. Ceseléments sont

esvigar le brevet uniguement en raison de leur

emploi de pair avesléleents «essentiels» de
l'inventiatrite dans la premié revendication.

Dans le cas de certains d&ments seci-

fiques, n'importe quelle persormeedsers T'art

qui aurait pris connaissance dal larelag¢ de

sa publication auraitediatement constat”
I'existence de substitutedquivalénts raca-
nigues connus qui feraient tout aussi bien I'affaire.
Les revendications du brevete86knpren

outre un certain nombre de composants interchan-
geables qui ne font pas partie essentielle de I'in-
vention. Ainsi, les revendications 5, 14 et 20 du
brevet 361 mentionnent ['utilisation d'interrup-
teurs en liaison avec l'appari¢itdhs la pre-

an ingenious combination. Substitution of one type ermifevendication. Ces composants ne sont pas
eux-mémes breves; en fait, ils ne pourraient
I"etre, car il s’agit de matiel que les personnes
verges dans lediie €lectrique connaissent et uti-
lisent habituellement. lIs figurent dans la revendi-
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of switch for another in this case would not strike  cation en taiéqugnt d’'une combinaison iag”

at the essentials of the invention. nieuse. Dans dagnte affaire, le remplacement
d’un type d’interrupteur par un autre ne toucherait
pas leseléments essentiels de I'invention.

3. Validity of the Patents in Issue 3. La validité des brevets en cause

The trial judge declared the patents to be invalid Le juge de preneife instance a etlag les
because he agreed with the respondents that the  brevets invalides parce qu’il convenait avec les
inventions described in the '156 and '361 patents  @w®ingue les inventions faisant I'objet des
were fully anticipated by the publication of the  brevets 156 et 361 awtiephferement dcrites
article in 1975 by Solov’eva. The “invention” was  dans l'article de 1975 de Solov’eva. Il a donc con-
thus considered to have been described “in  clu que I'«inventigi@it Considiée comme
a...publication printed in Canada or any other  ayett dEcrite «dans une publication impee”
country more than two years” before the filing of au Canada ou dans un autre pays, plus de deux
the patent application and thus unpatentable by vir-  ans» avaspded® la demande de brevet et, par
tue of s. 28(2) of the Act. coeqlent, retait pas brevetable suivant le

par. 28(2) de la Loi.

Anticipation by publication is a difficult defence  La défense fondé sur l'anttiorité découlant
to establish because courts recognize that it is all  d'une publication est défétiddblir, car les tri-
too easy after an invention has been disclosed to  bunaux reconnaissent qu'il n'est que trop facile,
find its antecedents in bits and pieces of earlier espa divulgation d’une invention, de la recon-
learning. It takes little ingenuity to assembldos-  naitre, par fragments, dans un enseignemerg-ant’
sier of prior art with the benefit of 20-20 hindsight.  rieur. Il faut peu dimgsi€ pour constituer un
In this case, the respondents contended that all of  dossiereritaitd” lorsqu'on dispose du recul
the essential elements of the appellant's allegedecessaire. En I'occurrence, les ingisnpetendent
inventions were disclosed in a single publication, que touselemehts essentiels desemmdues
the Solov'eva article, which predated the patent inventions de l'appelante ae#enlivilglLEs
application by almost 4 years. If this is correct, the = dans une seule publication, savoir l'article de
patent would be invalid. Solov'eva, environ quatre ans avant la demande de

brevet. Si tel est le cas, le brevet est invalide.

The Solov’eva article was drawn to the respon- Les intings ont appris I'existence de l'article de
dents’ attention by the appellant who cited it as  Solov’eva en prenant connaissancamdirem”
prior art in the specification of the '361 patent  descriptif du brevet 361, I'appelante en faisant
itself. The legal question is whether the Solov’eva  mentotitre d’an€riorité. La question qui se
article contains sufficient information to enable a  pose sur le plan juridique est de savoir si cet article
person of ordinary skill and knowledge in the field  renferme suffisamment d’information pour per-
to understand, without access to the two patents,  ma&ttree’ personne ayant des cetepces et
“the nature of the invention and carry it into practi-  des connaissances moyennes dans le domaine de
cal use without the aid of inventive genius but comprendre, sans aves acx deux brevets,
purely by mechanical skill” (H. G. FoXhe Cana-  [TRADUCTION] «la nature de linvention et de la
dian Law and Practice Relating to Letters Patent  rendre utilisable en pratique, sans l'aide dunig”
for Inventions (4th ed. 1969), at pp. 126-27). In  inventif, mais uniquemeategg une habilet
other words, was the information given by  d'ordre technique» (H. G. TH®Canadian Law
Solov'eva “for [the] purpose of practical utility, and Practice Relating to Letters Patent for Inven-
equal to that given in the patents in suitCoif-  tions (4¢ éd. 1969), aux pp. 126 et 127). En
solboard Inc. v. MacMillan Bloedel (Sask.) Ltd.,,  d’autres mots, les renseignements dmsnrpar
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[1981] 1 S.C.R. 504per Dickson J., at p. 534), or  Solov'eesaient-ils, «en termes d'utiditpratique,
as was memorably put Beneral Tire & Rubber  les némes que ceux que donnent les brevets con-
Co. v. Firestone Tyre & Rubber Co., [1972] R.P.C.  tesS»? Consolboard Inc. ¢c. MacMillan Bloedel
457 (Eng. C.A)), at p. 486: (Sask.) Ltd., [1981] 1 R.C.S. 504, le juge Dickson,
a la p. 534), ou, pour reprendre I'expasemora-
ble fait dansGeneral Tire & Rubber Co. c. Fire-
stone Tyre & Rubber Co., [1972] R.P.C. 457 (C.A.
Angl), a la p. 486:

A signpost, however clear, upon the road to the paten-TRADUCTION] Aussi clair qu’il soit, un poteau indicateur

tee’s invention will not suffice. The prior inventor must @lair la voie menart l'invention du brevet’ne suf-

be clearly shown to have planted his flag at the precise fit pas. Il faut prouver clairement que l'inveatatr pr’

destination before the patentee. ble a pris possession de la destinatise pn y lais-
sant sa marque avant le brevet”

The test for anticipation is difficult to meet: Il est donc difficile de satisfaire agrerapplica-
ble en magte d'anétiorité:

One must, in effect, be able to look at a prior, single Il faut en effet pouvoir s'en remetieeseule publi-
publication and find in it all the information which, for cation exrglire et y trouver tous les renseignements
practical purposes, is needed to produce the claimedecessaires, en pratique,la production de l'invention
invention without the exercise of any inventive skill. revend@sans I'exercice de quelqueng inventif.

The prior publication must contain so clear a direction Les instructions contenues dans la publicateurrent”

that a skilled person reading and following it would in doivetné U'une clad telle qu'une personne au fait de

every case and without possibility of error be led to the l'art qui en prend connaissance et s’y conforme arrivera
claimed invention. infailliblemené& T'invention revendigeé.

(Beloit Canada Ltd. v. Valmet OY (1986), 8 C.P.R.  Beloit Canada Ltd. c. Valmet OY (1986), 8 C.P.R.
(3d) 289 (F.C.A.)per Hugessen J.A., at p. 297) (3d) 289 (C.A.F.), le juge Hugessknp. 297)

It is clear, with respect, that the Solov'eva arti- En toute @férence, il est clair que l'article de 2’
cle does not address, let alone solve, the technical  Solov’eva n'aborde gsasuttericore moins les
problems dealt with in the patents in suit. It is  diffiesltechniques sur lesquelles portent les bre-
nothing more than a four-page overview of the his-  vets en cause. Il ne s'agit de rien de plus qu'un
tory of electro-magnetotherapy. It describes someesum& de quatre pages de I'histoire deld¢tro-
of the various systems available in 1975 in Europe  mi@gerapie. L'article faitetat de certains des
and Japan. The appellant, it must be appreciated, ereliftS systmes offerts en 1975 en Europe et au
does not claim to have invented electro- Japon. Il convient de signaler que I'appelante ne
magnetotherapy. It obtained a patent for a particu- etepd pas avoir inveatl’electromagatotiera-
lar means. Although the various components were  pie. Elle a obtenu un brevet pour un moyen en par-
earlier known to persons skilled in the art, the ticulieenM’si les difffents composanttdient
inventor brought the elements together to achieveeja dénnus des personnes ees dans I'art, I'in-
what the Commissioner of Patents considered a  venteur les a esmloin’ obtenir ce que le com-
new, useful and ingenious result. The claimed missaire aux brevets aequmléfgultat nouveau,
invention effected an ingenious combination rather  utile etrirgix. L'invention revendicg€ corres-
than a mere aggregation of previously known com-  poradaibheé combinaison iegieuse de compo-
ponents The King v. Uhlemann Optical Co., sants dja connus, et noa leur simple juxtaposi-
[1952] 1 S.C.R. 143per Rinfret C.J., at p. 150; tionTke King c. Uhlemann Optical Co., [1952]

Dontar Ltd. v. MacMillan Bloedel Packaging Ltd. 1 R.C.S. 143, le juge en chef RinfratJa p. 150;
(1977), 33 C.P.R. (2d) 182 (F.C.T.D.), at pp. 189-Dontar Ltée c. MacMillan Bloedel Packaging
91). The ingenious combination was neither taughttée, [1977] A.C.F. A 207 (QL) (Z¢ inst.), aux
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nor anticipated in the Solov’eva publication. None  paraZ3). La combinaison iregieuse refait ni

of the other arguments against validity are con-  enseigmenvisagé dans l'article de Solov'eva.

vincing. The patentee lived up to its side of the  Aucun des autres argumentsesad@mncontre

bargain by disclosing an invention. The patents are  de la eald#is brevets n’est convaincant. Le

valid. brevet’ a respeetles obligations contramts dans
le cadre du marehen divulguant une invention.
Les brevets sont valides.

4. Infringement |ssues 4. Les questions relatives a la contrefacon

The appeal in this Court was essentially directed Le présent pourvoi porte essentiellement sur la
to the infringement issues. It has been established, caudrefBepuis au moins I'atGrip Printing
at least sincé&rip Printing and Publishing Co. of  and Publishing Co. of Toronto c. Butterfield
Torontov. Butterfield (1885), 11 S.C.R. 291, thata  (1885), 11 R.C.S. 291, étasli‘que le titulaire
patent owner has a remedy against an alleged d'un brevet dispose d’'un recours contre tout con-
infringer who does not take the letter of the inven-  trefacteentuel qui, sans s’approprier ditdle-
tion but nevertheless appropriates its substance (or  ment l'invention, s’appreprimains I'essen-
“pith and marrow”). This extended protection of tiel de celle-ci (ou sa «substance»). Cette
the patentee is recognized in Anglo-Canadian law,  protection accrue duebesve€connue en droit
and also finds expression in modified form in the  anglo-canadien. Ellegakiment accoed” dans
United States under the doctrine of equivalents, une forme medifisEtats-Unis suivant la #o-
which is said to be available against the producer rieedag/dlents, qui pewtfe invoqeea l'en-
of a device that performs substantially the same  contre du fabricant d’'un appareil accomplissant
function in substantially the same way to obtain  essentiellemenetaenidnction, d’une maaie
substantially the same resuBraver Tank & Mfg.  essentiellement identique pour obtenir essentielle-
Co. v. Linde Air Products Co.,, 339 U.S. 605 ment le enie Esultat:Graver Tank & Mfg. Co. c.
(1950), at p. 608. Linde Air Products Co., 339 U.S. 605 (19503 la

p. 608.

It is obviously an important public policy to  Limiter la por€e de la «contrefan de I'essen-
control the scope of “substantive infringement”. A tiel du brevet» est manifestement une importante
purely literal application of the text of the claims  question di&tt'public. L'application purement
would allow a person skilled in the art to make  textuelle des revendications pernaetinaitper-
minor and inconsequential variations in the device  sonneeatans I'art d’apportea Mappareil des
and thereby to appropriate the substance of the  modificatiegesel et sans importance et de
invention with a copycat device while staying just  s’approprier ainsi I'essentiel de [linvention en
outside the monopoly. A broader interpretation, on  copiant I'appareil toetkappant au monopole.
the other hand, risks conferring on the patentee the  Une etigipri plus large risque par contre de
benefit of inventions that he had not in fact made  e@mwfau brevetles avantages d’inventions qui
but which could be deemed with hindsight to be  ne lui sont pas attribuables dans les faits, mais qui
“equivalent” to what in fact was invented. This  pourraiazite " juges, avec le recul, equiva-

would be unfair to the public and unfair to compet-  lengese qui &t inven€. Un tel Esultat serait
itors. It is important that the patent system be fair  injuste pour le public et pour les concurrents. Il
as well as predictable in its operation. importe que leerystde concession de brevets

soit juste et que son fonctionnement so@visible.

The argument for the respondents is that even if Les intimés soutiennent que,emie si les brevets
the patents are valid, the appellant is not sticking  sont valides, I'appelante ne respecte pagle march’
to the bargain it made. It is pushing the envelope  qu’elle a conclu. Elle repousse lesefsaidila
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specifications.

to achieve a comparable result.

of the doctrine of “substantive infringement”

beyond anything disclosed or claimed in its patent
The inventor brought together
known components to achieve a useful and inge-

nious result, but now attacks the respondents’

device which brings togethelifferent components

The appeal thus raises the fundamental issue of Le présent pourvoi soal/e donc la question 3
how best to resolve the tension between “literal

infringement” and “substantive infringement” to

achieve a fair and predictable result. There has
been considerable discussion of this
Canada and elsewhere, which | will discuss briefly

issue in

in support of the following propositions:

ethrie de la «contretan de I'essentiel du brevet»

aa-delte qui est divulgubu revendige 'dans
sesmmifes descriptifs. L'inventeur a combin”
des composants connus pour obtesirltan r’
utile emniegx et s’en prend maintenant’ap-

pareil des intew’qui €unit des composantiffe-
rents pour obtenir unesultat comparable.

1

fondamentale dentardhe qui s’impose pour
arbitrer «contefatextuelle» et «contrefan de
I'essentiel du brevetoda fahtenir unesultat
justeestigiiole. D'innombrables ebats ont eu
Heze ‘sujet au Canada et ailleurs dans le monde;
jen feratat brévementa’ I'appui des proposi-

tions suivantes:

(a) The Patent Act promotes adherence to the
language of the claims.

(b) Adherence to the language of the claims in
turn promotes both fairness and predictability.

(c) The claim language must, however, be read
in an informed and purposive way.

(d) The language of the claims thus construed
defines the monopoly. There is no recourse to
such vague notions as the “spirit of the inven-
tion” to expand it further.

(e) The claims language will, on a purposive
construction, show that some elements of the
claimed invention are essential while others are
non-essential. The identification of elements as
essential or non-essential is made:

(i) on the basis of the common knowledge of
the worker skilled in the art to which the pat-
ent relates;

(i) as of the date the patent is published;

(iif) having regard to whether or not it was
obvious to the skilled reader at the time the
patent was published that a variant of a partic-
ular element wouldot make a difference to
the way in which the invention works; or

(iv) according to the intent of the inventor,
expressed or inferred from the claims, that a

a)lla sur les brevets favorise le respect de la
teneur des revendications.

b) Le respect de la teneur des revendications

favoaismon tour tant #quig que la pevisibi-
lite.

¢) La teneur d'une revendication doit toutefois

etré interpetee de fapn éclaiée et en fonction
de I'objet.

d) Ainsi iretgria teneur des revendications
efinit’le monopole. On ne peut s’en remetre °
des notionsetiges comme «I'esprit de I'in-

vention» pour en aat®Tétendue.

e) Suivant une ietatfpm €léologique, il res-

sort de la teneur des revendications que certains

eléments de l'invention sont essentiels, alors que
d'autres ne le sont pasléinents essentiels
etellésnents non essentiels somtetmires:

(i) en fonction des connaissances usuelles

d'un travailleur @edans l'art dont rele
I'invention;

diila datea’laquelle le brevet est pudsli’

(iii) selon g&thit ou non manifeste, pour
un lecteur averti, au momknbevet &t
puljiie I'emploi d'une variante d’'un com-

posant denmé modifierait pas le fonction-
nement de I'invention, ou

(iv) confemménta I'intention de l'inven-
teur, expresse ergeirdes revendications,
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particular element is essential irrespective of gu’'un composant en particulier soit essentiel,
its practical effect; peu importe son effet en pratique;
(v) without, however, resort to extrinsic evi- (v) mais epdhdamment de toute preuve
dence of the inventor’'s intention. extrgtgie de l'intention de l'inventeur.
(f) There is no infringement if an essential ele- f) Il n'y a pas de contreflorsqu’unelément
ment is different or omitted. There may still be essentiel esrdiff'ou omis. Il peut toutefois y
infringement, however, if non-essential ele- avoir contefia lorsque deseléments non
ments are substituted or omitted. essentiels sont sdsstiw 'omis.

Based on the foregoing principles, | conclude A partir de ces principes, je conclus que les
that the appellant’s arguments must be rejected. As  arguments de I'appelanteatohématr€s. Je le
stated, the ingenuity of the patent lies not in theepeté, I'ingéniosig proprea’ un brevet ne tient pas
identification of a desirable result but in teachinga la dtermination d'un eSultat souhaitable, mais
one particular means to achieve it. The claims can-  di€anseignement d’'un moyen particulier d'y
not be stretched to allow the patentee to monopo-  parvenir. Leepdes revendications ne petrie”
lize anything that achieves the desirable result. Itis  extensible au point de permettre audezeet”’
not legitimate, for example, to obtain a patent fora  cer un monopole sur tout moyen d’obtsit-le r”
particular method that grows hair on bald men and  tat seuHhit’est pasdgitime, par exemple, de
thereafter claim thaanything that grows hair on  faire breveter un pedé” permettant de faire
bald men infringes. | turn then to the first of the  repousser les cheveux d’'un homme atteint de cal-
propositions listed above. vitie et deef@nhdre ensuite queimporte quel

moyen d’obtenir ce esultat emporte la contrefan
du brevet. J’examinerai maintenant la premides

propositionsenungrées.
(@) ThePatent Act Promotes Adherence to the a) Lai sur les brevets favorise le respect de
Language of the Claims la teneur des revendications

The Patent Act requires the letters patent grant- La Loi sur les brevets exige que les lettres
ing a patent monopoly to include a specification  patentes accordant un monopole au titulaire du
which sets out a correct and full “disclosure” of the  brevet renferment emomé descriptif qui
invention, i.e., “correctly and fully describe[s] the  «divulgue» avec exactitude et exhaustivieh-
invention and its operation or use as contemplated ticendc.qui «@crit d'une fapon exacte et com-
by the inventor” (s. 34(13)). The disclosure is  pte I'invention et son application ou exploitation,
followed by “a claim or claims stating distinctly  telles que les acaen l'inventeur» (al. 34(a)).
and in explicit terms the things or combinations La divulgation est suivie d'«une ou plusieurs
that the applicant regards as new and in which he  revendications exposant distinctement et en termes
claims an exclusive property or privilege” explicites les choses ou combinaisons que le
(s. 34(2)). It is the invention thus claimed to which  demandeur cemesicbmme nouvelles et dont |l
the patentee receives the “exclusive right, privilege  revendique la ol le priviege exclusif»
and liberty” of exploitation (s. 44). These provi- (par. 34(2)). Cest donc pour linvention ainsi
sions, and similar provisions in other jurisdictions,  revenglgujue le brevet'obtient «le droit, la
have given rise to two schools of thought. One  facudt’ le priviege exclusifs» d’exploitation
school holds that the claim embodies a technical (art. 44). Ces dispositions, et les dispositions appa-
idea and claims construction ought to look to sub- eentd’autres pays, ont danaissanca deux
stance rather than form to protect the inventiveecolés de perg. Pour I'une d’elles, la revendica-
idea underlying the claim language. This is some-  tion renferme e d@rdre technique et son
times called the “central claim drafting principle” inteztation doit se fonder sur le fond et non sur
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and is associated with the German and Japanese la forme afin dgepndtiée qui sous-tend la
patent systems: T. Takenaka, “Doctrine of teneur des revendications. Il s’agit de ce qu'on
Equivalents afterHilton Davis. A Comparative  appelle parfois le «principe de revendication cen-
Law Analysis” (1996), 22Rutgers Computer &  trale» et qui est assecBux systmes allemand et
Tech. L. J. 479, at pp. 491, 502 and 519. The other  japonais de protection par brevet: T. Takenaka,
school of thought supporting what is sometimes  «Doctrine of Equivalents Hiften Davis. A
called the “peripheral claiming principle” empha-  Comparative Law Analysis» (1996RuRjers
sizes the language of the claims as defining not th€omputer & Tech. L. J. 479, aux pp. 491, 502 et
underlying technical idea but the legal boundary of  519. L'aetde” de peres, qui appuie ce qu’'on
the state-conferred monopoly. Traditionally, for  appelle parfois le «principe de revendication p”
reasons of fairness and predictability, Canadian erighé&», met I'accent sur la teneur des revendi-
courts have preferred the latter approach. cations en tenant pour acquis cfieltendh
pas l'idée technique sous-jacente, mais bien la por-
tée juridique du monopole accergar IEtat. Pour
des raison @&quie et de pevisibilité, les tribunaux
canadiens ont traditionnellement pregié la
secondee€ole de peres.

The “spirit of the invention” school in this coun-  Au pays, les tenants de I'«esprit de I'inventions»*
try relies on Electrolier Manufacturing Co. v.  s’appuient sur l'aef Electrolier Manufacturing
Dominion Manufacturers Ltd., [1934] S.C.R. 436. Co. c. Dominion Manufacturers Ltd., [1934]

In that case, which involved a method to pivot han-  R.C.S. 436. Dans cette affaire, qui portait sur un

dles for coffins, Rinfret J. spoke of “the spirit of  appareil permettant de faire pivoter leseg®ign”

the invention” but did so in a direct quote from the  d’un cercueil, le juge Rinfret a fait mention de

patent itself, at p. 443: I'«esprit de l'invention», mais en citant textuelle-
ment le brevetdla p. 443):

What the appellant did — and in that his infringement [TRADUCTION] Ce que l'appelante a fait — et ce en
truly consists — was to take the idea which formed the quoi consiste vraiment la comtrefag’est s'appro-
real subject-matter of the invention. It does not matter prieed’idli constituait leeritable objet de I'inven-
whether he also adopted the substitution of the two tion. Peu importe gu’elle ait aussiladmtStitution
holes for the bar in the pivoting means. The precise des deuxaraubarre dans les dispositifs de pivote-
form of these means was immaterial. In the language of ment. La forme exacte de ces dispositifs importait peu.
the patent, they could be changed “without departing Suivant la teneur du brevet, ils pouvaient faire I'objet
from the spirit of the invention”. [Emphasis added.] d’'une modification «tout en respectant I'esprit de I'in-

vention». [Je souligne.]

Rinfret J. went on at p. 444 to tie explicitly his A la p. 444, le juge Rinfret lie explicitement sa

finding of infringement to a “fair interpretation of  conclusion concernant la contefa une fRA-

the language of the specification”. DUCTION] «juste interpetation de la teneur du
mémoire descriptif».

The debate between the advocates of the “cen- Tant les tenants du «principe de revendicatior®
tral claiming principle” and advocates of the centrale» que ceux du «principe de revendication
“peripheral claiming principle” can each find emphérique» peuvent invoquer deseiga I'ap-
precedents to support them. As long ag&@agh  pui de leurs thses respectives. Dans une affaire
Incubator Co. v. Seiling, [1936] S.C.R. 251, at assez ancienfeyth Incubator Co. c. Seiling,

p. 259, counsel pointed out that there appeared to  [1936] R.C.Sa Bbp, 259, un avocat a sigeal”
be these two mutually inconsistent lines of author-  qu’il semblait y avoir deux courantesippos’

ity:
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According to one of these it is proper to consider TRAPUCTION] Suivant l'un de ces courants, il
what is “the pith and substance” or the “spirit” of the convient d’examiner ce qui constitue '«essentiel» ou
invention and to give effect to the patent accordingly. I'«esprit» de linvention et d'ieterplé brevet en
The other is to regard the claims as definitely determin-  empreice. L'autre veut que I'on coresid’la teneur
ing the scope of the monopoly which the patent purports des revendications cetemardint de maeie dfi-
to grant and to give or refuse them effect according to nitaterfdue du monopole accerdér IEtat et qu'on
the expressions they contain when these expressions are y donne ou non effet en fonction des expressions qu'il
properly construed and their meaning determined. renferme dans la mes@® eXpressions sont conve-
nablement inter@tées et a’leur sens estedérmire.

To which Rinfret J., for the Court, responded at aCgquoi le juge Rinfret aepondu au nom de la
pp. 259-60: Cour (aux pp. 259 et 260):

In our view, the rule is that the claims must be TRAPUCTION] A notre avis, la edle exige que les
regarded as definitely determining the scope of the revendications soientecm@sidomme eterminant
monopoly, having regard to the due and proper con- de emackfinitive I'etendue du monopole, compte
struction of the expressions they contain. tenu d’'une irg&EpON juste et approge’ des expres-

sions gu’'elles renferment.

In J. K. Smit & Sons, Inc. v. McClintock, [1940] Dans larét J. K. Smit & Sons, Inc. c.
S.C.R. 279, Duff C.J., for the Court, reversed theMcClintock, [1940] R.C.S. 279, le juge en chef
Exchequer Court finding of infringement because  Duff, s’exprimant au nom de notre Cour, a infirm”
he could not “find in these claims the description  la conclusion de la CourEdkiduier qu’il y
of a monopoly which clearly and plainly includes a  avait eu comwefaparce que, selon IUiTRA-
prohibition” (p. 287) against the alleged infringe- DUCTION] «les revendications ne renfermaient pas
ment. Gillette Safety Razor Co. of Canada v. Pal la description d’un monopole interdisant claire-
Blade Corp., [1933] S.C.R. 142per Rinfret J. at ment et nettement» (p. 287) la contmfaalk-

p. 147, is to the same effect. agu’L’aret Gillette Safety Razor Co. of Canada
c. Pal Blade Corp., [1933] R.C.S. 142, le juge
Rinfret, a la p. 147, va dans leemie sens.

With respect to the United States, | mentioned En ce qui a trait auktats-Unis, j'ai fait mention
earlier the seminalGraver Tank case in 1950. pd@demment de l'aet” charnére Graver Tank
More recently, the United States Supreme Court datant de 1950.eB&mment, la Cour sugrie
revisited the doctrine of equivalents Warner-  desEtats-Unis s’esa houveau penee sur la tho-
Jenkinson Co. v. Hilton Davis Chemical Co., 520 rie de®quivalents dans I'affairé/arner-Jenkinson
U.S. 17 (1997), and concludeger Thomas J., at Co. c. Hilton Davis Chemical Co., 520 U.S. 17
pp. 28-29: (1997), et a conclu par la voix du juge Thomas,

aux pp. 28 et 29:

We do, however, share the concern of the dissenters TRADJCTION] Nous partageons toutefois l'inaatiide
below that the doctrine of equivalents, as it has come to des juges dissidents des juridieitmsesf savoir
be applied sinc&raver Tank, has taken on a life of its que laetrie deequivalents, telle qu’elle est appliepi”
own, unbounded by the patent claims. There can be no depuit Gaaver Tank, a acquis une vie qui lui est
denying that the doctrine of equivalents, when applied propre, sans que les revendications du brevet n’en limi-
broadly, conflicts with the definitional and public-notice tent I'application. On ne saurait nier queotéetdes
functions of the statutory claiming requirement. equivalents, intergtte de mamre extensive, est
incompatible avec la raisonette de I'exigenceeljale
de la revendication qui est defitir I'invention et d'in-
former le public.
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The U.S. approach is to disaggregate the inven- Tout comme nous, les tribunaux encains dis- 38

tion as described in the patent claims into its con-  socienteksehts constitutifs de I'invention
stituent parts, as we do, but instead of characteriz-ecrited” dans les revendications du brevet, mais au

ing an element as essential or non-essential, they  lieu de qualifier un composant d'essentiel ou de
treat all elements as “materiader Thomas J., at  non essentiel, ils coesht tous leseléments

p. 29: comme «substantiels»; le juge Thonaak p. 29:

Each element contained in a patent claim is deemedrRADPCTION] Chacun de®léments de la revendication
material to defining the scope of the patented invention, du brevetprgf substantiel aux fins de circonscrire

and thus the doctrine of equivalents must be applied to linvention beev&ar coresjuent, la thorie des
individual elements of the claim, not to the invention asequivalents doiefre appliqee auxeléments individuels

a whole. It is important to ensure that the application of de la revendication, et ndbmvention dans son

the doctrine, even as to an individual element, is not ensemble. Il importe de faire en sorte que I'application
allowed such broad play as to effectively eliminate that declarihy,” n€mea unélément individuel, ne joue pas
element in its entirety. uroké si grand qu’elle supprime dans les faitsalét -

ment dans sa totadit”

Flexibility is thus achieved under the U.S. doctrine  Leoti€ aneticaine degquivalents permet ainsi
of equivalents by asking whether each of the com-  la souplesse en ce que le tribunal se demande si
ponent elements of the invention as claimed is pre-  chacunel@eserits constitutifs de I'invention
sent in the accused device either as literally revemdicg€ retrouve dans I'appareil en cause,
described in the claim, or by its “equivalent”.  qu'il figure textuellement dans la revendication ou
Knowledge of interchangeability is evaluated as at  qu'il s’agisse element €quivalent». La con-
the date of infringement, not the date of the patent  naissance de l'interchargeabifipm@ciéea la
(ibid., at p. 37). The U.S. approach thus uses the  date de la cootrefd,nona’ celle du brevet
patent claims as a springboard to other consideraibid.,(a la p. 37). La thorie aneficaine se sert
tions (including prosecution history estoppel) donc des revendications du brevet comme d’un
some of which are extrinsic to the claims them-  tremplin vers d’autres ecatsiahs (y compris la
selves. peclusion fonde sur I'examen de la demande de
brevet) dont certaines sont exteqsies par rapport
aux revendications comme telles.

The English courts have also engaged in a Les tribunaux anglais orggalement ebattu la 39

debate about the proper reach of a patent monop-  questioptéedlie que doit avoir le monopole
oly. In Clark v. Adie (1873), L.R. 10 Ch. 667, at  ca® par un brevet. DarSlark c. Adie (1873),
p. 675, James L.J. spoke of “an essence or sub- L.R. 10 Cha &P, 675, le lord juge James a
stance of the invention underlying the mere acci- edd TRADUCTION] «l'essence ou la substance
dent of form; and that invention, like every other  de l'invention qui sous-tend la simple forme for-
invention, may be pirated by a theft in a disguised tuitememtweyet cette invention, comme toute
or mutilated form”. On the other hand, lhectric  autre invention, peugtfe pira€e par un vol sous
& Musical Industries Ld. v. Lissen Ld. (1939), 56  une forme egjui€e ou trongeé». Par ailleurs,
R.P.C. 23 (H.L.), Lord Russell stated at p. 39: danseitdetéctric & Musical Industries Ld. c.
Lissen Ld. (1939), 56 R.P.C. 23 (H.L.), lord
Russell a dia’la p. 39:

A patentee who describes an invention in the body of aTRADUCTION] Le breve& quiécrit une invention dans le
specification obtains no monopoly unless it is claimed corps demaire descriptif ne se voit accorder aucun
in the claims. . .[T]here is no such thing as infringe- monopole autre que ce qui figure dans les revendica-
ment of the equity of a patent . tions [. . .] [I]l ne saurait y avoir de contrefan de I'in-

terét enequity du brevet. . .
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The primacy of the language of the claims was La primal&t’la teneur des revendicatioreta ~

emphatically affirmed in the celebrated case of egatiquement confiree dans laetisionCatnic

Catnic Components Ltd. v. Hill & Smith Ltd, Components Ltd. c. Hill & Smith Ltd., [1982]

[1982] R.P.C. 183 (H.L.). Th€atnic approach has  R.P.C. 183 (H.L.), quéta fort bien accueillie. La

been accepted in New Zealandterpress Associ-  démarche mconi€e dansCatnic a été reprise en

ates Ltd. v. Pacific Coilcoaters Ltd. (1994), 29  Nouvelle-2lande dansnterpress Associates Ltd.

I.P.R. 635 (H.C.), andmale v. North Sails Ltd., c. Pacific Coilcoaters Ltd. (1994), 29 I.P.R. 635

[1991] 3 N.Z.L.R. 19 (H.C)); and in Australia in  (H.C.), 8male c. North Sails Ltd., [1991] 3

Populin v. H.B. Nominees Pty. Ltd. (1982), 59 N.Z.L.R. 19 (H.C.); en Australie daPspulin c.

F.L.R. 37 (Fed. Ct. (Gen. Div.), at p. 43, andH.B. Nominees Pty. Ltd. (1982), 59 F.L.R. 37

Rhone-Poulenc Agrochimie SA v. UIM Chemical (Fed. Ct. (Gen. Div.))ala p. 43, eRhone-Poulenc

Services Pty. Ltd. (1986), 68 A.L.R. 77 (Fed. Ct. Agrochimie SA c. UIM Chemical Services Pty. Ltd.

(Gen. Div.)), at pp. 92-93; in South Africa in  (1986), 68 A.L.R. 77 (Fed. Ct. (Gen. Div.)), aux

Multotec Manufacturing (Pty.) Ltd. v. Screenex  pp. 92 et 93; en Afrique du Sud dakhiltotec

Wire Weaving Manufacturers (Pty.) Ltd., 1983 (1) Manufacturing (Pty.) Ltd. c. Screenex Wire

SA 709 (App. Div.), andsappi Fine Papers (Pty.)  Weaving Manufacturers (Pty.) Ltd., 1983 (1) SA

Ltd. v. ICI Canada Inc. (Formerly CIL Inc.), 1992 709 (App. Div.), eSappi Fine Papers (Pty.) Ltd.

(3) SA 306 (App. Div.); and in Hong Kong in c. ICI Canada Inc. (Formerly CIL Inc.), 1992 (3)

Improver Corp. v. Raymond Industrial Ltd., [1991] SA 306 (App. Div.); de erhe qua Hong Kong

F.S.R. 233 (C.A.). Th€atnic decision has its crit-  darsnprover Corp. c. Raymond Industrial Ltd.,

ics, of course, particularly among those who feel  [1991] F.S.R. 233 (C.A kdisiaiCatnic a évi-

its subsequent application under tl®ropean  demment sesealfacteurs, gxialement parmi ceux

Patent Convention denies the patentee the higher  qui estiment que son applicagaoewik” sous le

level of protection for patentees afforded in conti- egime de laConvention sur le brevet européen

nental Europe. For some critics, the claims should  prive le lereleta protection plus grande accor-

more properly be treated not as a “fence” but as aee alix breves dans les pays du continent euro-

“guidepost”: J. D. C. Turner, “Purposive Construc- eep. Pour certains ettacteurs, il serait plus

tion: Seven Reasons Why Catnic is Wrong”  opportun d’'assimiler les revendications nan pas °

(1999), 21E.I.P.R. 531; M. Sajewycz, “Patent une etlfe», maisa une «balise»: J. D. C.

Claim Interpretation as It Should Be: Promoting  Turner, «Purposive Construction: Seven Reasons

the Objects of the Patent Act” (1996-97), 13  Why Catnic is Wrong» (1999E.IR.R. 531;

C.I.P.R 173; R. E. Annand, “Infringement of Pat- M. Sajewycz, «Patent Claim Interpretation as It

ents — Is “Catnic” the Correct Approach for  Should Be: Promoting the Objects of the Patent

Determining the Scope of a Patent Monopoly  Act» (1996-97)RT3P.I. 173; R. E. Annand,

Under the Patents Act 1977?” (1992), Bdglo-  «Infringement of Patents — Is “Catnic” the Cor-

Am. L. Rev. 39. rect Approach for Determining the Scope of a
Patent Monopoly Under the Patents Act 19777»
(1992), 21Anglo-Am. L. Rev. 39.

The judgment of Lord Diplock was considered Le jugement de lord Diplock att appliqe a
and applied by our Federal Court of Appealkii lissue d’'un examen par la Cour d'appelitale
Lilly & Co. v. O'Hara Manufacturing Ltd. (1989), dan&li Lilly & Co. c. O’ Hara Manufacturing Ltd.

26 C.P.R. (3d) 1, and its progeny. The primacy of  (1989), 26 C.P.R. (3d) 1, et daersidasd uk-

the claims language was already rooted deeply in  rieures éespité cet agt” La primaut” de la

our jurisprudence and should, | think, be affrmed  teneur des revendicatansEja profond&ment

again on this appeal. enraei dans notre jurisprudence et elle devrait,
je crois, €tre confirnge de nouveau dans le cadre
du pEsent pourvoi.
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(b) Adherence to the Language of the Claims in b) Le respect de la teneur des revendications
Turn Promotes both Fairness and Predict- favaxisen tour tant €quig que la peVi-
ability sibilite

The scope of patent protection must not only be L'etendue de la protectioreculant du brevet 41
fair, it must be reasonably predictable. A patent is, do# hon seulemergquitable, mais aussi rai-
after all, a public instrument issued under statutory  sonnablen&visipté. Apes tout, un brevet est
authority which may result in severe financial con-  un document petalii ‘en application d’un pou-
sequences for its infringement. The scope of its  \agal, et sa contrefan peut avoir de graves
prohibition should be made clear so that membersepencussions finanmiés. La pogé de l'interdic-
of the public may know where they can go with  tion qui y est faiteed@tclaire, de fagn que les
impunity. As was said in another public law con-  citoyens sachent quelles avenues leur demeurent
nection by Gonthier J. iR. v. Nova Scotia Phar-  ouvertes. Comme I'a dit le juge Gonthier relative-
maceutical Society, [1992] 2 S.C.R. 606, at p. 639, mentun autre aspect du droit public dadsc.
precision in public enactments is required to “suf-Nova Scotia Pharmaceutical Society, [1992]
ficiently delineate an area of risk”. 2 R.C.S. 6@6la’p. 639, dans un texte de loi, la

précision s’'impose afin de etimit[er] suffisam-
ment une spére de risque».

The patent system is designed to advance Le régime de concession de brevets ddavo- 42

research and development and to encourage riser la rechercheeetlgpdément ed encou-
broader economic activity. Achievement of these  rager I'aetéibnomique enagéral. La Ealisa-
objectives is undermined however if competitors tion de ces objectifs est cependant compromise
fear to tread in the vicinity of the patent because its  lorsqu’'un concurrent craint de marcher dans les
scope lacks a reasonable measure of precision and  plates-bandes du titulaire d’'un brevet dont la por-
certainty. A patent of uncertain scope becomes “aee n'est pas raisonnablemenegise et certaine.
public nuisance” R.C.A. Photophone, Ld. v. Le brevet dont la pogE est incertaine devient
Gaumont-British Picture Corp. (1936), 53 R.P.C. TRADUCTION] «une nuisance publiqgue>R.C.A.
167 (Eng. C.A.), at p. 195). Potential competitorsPhotophone, Ld. c. Gaumont-British Picture Corp.
are deterred from working in areas that are not in  (1936), 53 R.P.C. 167 (C.A. Anigl.p. 195).
fact covered by the patent even though costly and  Les concueranrttuéls sont dissuesl d'ceuvrer
protracted litigation (which in the case of patent  dans des domaines qui, ecHajipéna la por-
disputes can be very costly and protracted indeedge dti brevet erhe lorsquea l'issue d'une longue
might confirm that what the competitors propose  etiteoSe instance (les frais de justice en la
to do is entirely lawful. Potential investment is lost  maai pouvant effectivememtre tes €levés, et
or otherwise directed. Competition is “chilled”. la pedcire tes longue), un tribunal pourrait con-
The patent owner is getting more of a monopoly  firmer que ce qu’un concurrent projette de faire est
than the public bargained for. There is a high eco-  parfaitement licite. Les sommes qui auraient pu
nomic cost attached to uncertainty and it is theetre “investies sont perdues ou afesta autre
proper policy of patent law to keep it to a mini-  chose. La concurrence esexgk€ brevetjouit
mum. d’'un monopole plus grand que celui quetdt a
voulu lui accorder. L'incertitude se double d’un
grave pejudice€conomique, et il convient que le
droit des brevets s’efforce deduire le plus possi-
ble ce pejudice.

The patent owner, competitors, potential Le breveg&, les concurrents, les contrefacteurds
infringers and the public generally are thus entitleceventuels et le public ereggral ont donc droiaa”
to clear and definite rules as to the extent of the  dgkes claires et prises dfinissant I1Etendue
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monopoly conferred. This in turn requires that the  du monopole axclbrslensuit que lesléments
subjective or discretionary element of claims inter-  subjectifs ouedisoriaires d'intermtation des
pretation (e.g., the elusive quest for “the spirit of  revendications (p. ex. la recherche de linsaisis-
the invention”) be kept to the minimum, consistent  sable «esprit de I'invention») detvenénus au
with giving “the inventor protection for that which ~ minimum compatible avec 'oetrinventeur de
he has actually in good faith inventedMdstern  [TRADUCTION] «I'exclusivité de ce qu'il a invest’
Electric Co. v. Baldwin International Radio of de bonne foi» \{estern Electric Co. c. Baldwin
Canada, [1934] S.C.R. 570, at p. 574). Predictabil- International Radio of Canada, [1934] R.C.S. 570,
ity is achieved by tying the patentee to its claimsa la p. 574). La mvisibilité est asse€ du fait que
fairness is achieved by interpreting those claims in  les revendications lient leebitaapiig esulte
an informed and purposive way. de lintestation des revendications decda,
éclairge et en fonction de I'objet.

(c) The Claims Must Be Construed in an c) Les revendications doetemtiriterpetées
Informed and Purposive Way dectm Eclaige et en fonction de I'objet

The courts have traditionally protected a paten- Traditionnellement, les tribunaux ont pegé le
tee from the effects of excessive literalism. The  beesntre les effets d’'une integpation trop
patent is not addressed to an ordinary member of  textuelle. Le brevet ne s’adresse pas au citoyen
the public, but to a worker skilled in the art ordinaire, mais au travailleue =ns$ I'art, que
described by Dr. Fox as lerBox a d@crit comme

a hypothetical person possessing the ordinary skill andrRADDCTION] un étre fictif ayant des congpénces et
knowledge of the particular art to which the invention des connaissances usuelles dans I'artedentimel
relates, and a mind willing to understand a specification vention et un esgriguk de comprendre la descrip-
that is addressed to him. This hypothetical person has tion qui lui esiedesligtte notion de la personne fic-
sometimes been equated with the “reasonable man” tive a patbisassimiée a celle de I'«homme
used as a standard in negligence cases. He is assumed to raisonnable» reteneecetenadfigence. On sup-
be a man who is going to try to achieve success and not pose que cette personne va teossmirdetrhon
one who is looking for difficulties or seeking failure. rechercher les difésult viser Bchec.

(Fox, supra, at p. 184) (Foxpp. cit., a la p. 184)

It is the “common knowledge” shared by compe-  Ce sont les «connaissances usuelles» que partagent
tent “ordinary workers” that is brought to bear on  les «travailleurs moyens» etemp qui sont
the interpretation: Foxsupra, at p. 204Terrellon  déterminantes aux fins de l'integiation: Foxop.
the Law of Patents (15th ed. 2000), at p. 125; cit., a la p. 204 Terrell on the Law of Patents (1%
I. Goldsmith, Patents of Invention (1981), at ed. 2000),a’ la p. 125; I. GoldsmithPatents of
p. 116. The present appeal does not raise great sulmwvention (1981),a la p. 116. Le msent pourvoi
tleties of interpretation. The experts called by the  neesmupas de grandes subgfitd’interpeta-
parties here more or less agreed on the significance  tion. Les experts dont les parties ont retenu les ser-
of what is stated in the claims. The electro- vices s’entendent plus ou moins sur la signification
magnetotherapy is to be controlled by “circuit de ce qui essdn& dans les revendications.
means”. The present appeal turns on the scope of eledttomagafottérapie doitetre Eguie par des
the legal protection that arises out of that fact. «circuits». kesemt” pourvoi porte sureféndue

de la protection juridique quiedoule de ce fait.
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(d) The Language of the Claims Thus Con- d) Ainsi inietg®, la teneur des revendica-
strued Defines the Monopoly. There Is no tiorfidt le monopole. On ne peut s’en
Recourse to such Vague Notions as “Spirit remettreles notions impcises comme
of the Invention” to Expand it Further «l'esprit de l'invention» pour en atero”

I"etendue

There appears to be a continuing controversy in La controverse para’subsister dans certains?

some quarters as to whether there are two  milieux cquaawoir si une abjation de contre-

approaches to infringement (literal and substan- cotfiadoit donner liewa deux analyses (contrefa-

tive) or only one approach, namely infringement ofcon textuelle et contrefan de I'essentiel du bre-

the claims as written but “purposively” construed.  vet) awne seule, savoir la contrefm, des
revendications telles qu’elles soredi¢ges, mais
interpetées «en fonction de I'objet».

In the two-step approach, the court construes the Dans le cadre de I'analysedeux volets, le tri- 46

claims and determines whether the device accused  bunal @teelps revendications e¢t@rmine si,
of infringement has literally taken the invention. If ~ en mettant au point son appareitdagu con-
not, the court proceeds to the second step of asking  trefacteur sieatelittént appropeil'invention.
itself whether “in substance” the invention was Lorsque tel n'est pas le cas, le tribunalapasse °
wrongfully appropriated. On occasion, treatment etdfje suivante qui consisteddterminer s'il y a
of the second step in specific cases has attracted eu coatrefie I'«essentiel» de Iinvention.
criticism as being subjective and unduly discre-  Dans certains cas particulieesmdecé corres-
tionary. Once the inquiry is no longer anchored in  ponddat Secondetape a parfois pté le flanc
the language of the claims, the court may be head-  aux critiques pour le motif gtaglisubjective
ing into unknown waters without a chart. The one-  euineéfit discetionnaire.A partir du moment
step approach has to build flexibility and common u l&nalyse ne s’appuie plus sur la teneur des
sense into the initial claims construction because revendications, le tribunal peut se retrouver en ter-
there is no second step. ritoire inconnu, sans aucwneepanalyse com-
portant un seul volet doit iegirer la souplesse et le
bon sensal'interprétation initiale des revendica-
tions, car il n'y a pas de second volet.

The “single cause of action” approach was L’analyse «fonée sur la cause d’action unique»47

advocated by Lord Diplock irCatnic, supra, at  a€té peconi€e par lord Diplock danGatnic, pré-
p. 242: CiE,a la p. 242:

My Lords, in their closely reasoned written cases in  TRAPUCTION] Dans leurs rafmoires bien raisoms’
this House and in the oral argument, both parties to this esepés a cette Chambre, comme dans leurs plaidoi-
appeal have tended to treat “textual infringement” and ries, les deux parties ont eu tartdaiterela «contre-
infringement of the “pith and marrow” of an invention cém, littérale» et la contre@n de la «substance»
as if they were separate causes of action, the existence d’'une invention comme s'il s’agissait de causes d’action
of the former to be determined as a matter of construc- distinctes, I'existence de lareeant une pure
tion only and of the latter upon some broader principle question d'ietatjum, celle de la detediie relevant
of colourable evasion. There is, in my view, no such d’'une notion plus large d’apparence tropaose.
dichotomy; there is but a single cause of action and to sens, cette dichotomie n’existe pas; il N’y a qu’une cause
treat it otherwise, particularly in cases like that which is d’'action et I'on risque de semer la confusion si I'on
the subject of the instant appeal, is liable to lead to con- adopte un autre point de vue, en particulier dans les
fusion. affaires du type de celle qui fait I'objet degeht appel.
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The Catnic approach was adopted ®'Hara, Les principes dfags dansCatnic ontété suivis
and has been carried forward by the Federal Court  @dnara, puis repris par la Cour d'appad-
of Appeal in cases such &gobil Oil Corp. v. rale, notamment daridobil Oil Corp. c. Hercules
Hercules Canada Inc. (1995), 63 C.P.R. (3d) 473, Canada Inc., [1995] A.C.F. A 1243 (QL), le juge
per Marceau J.A., at p. 489: Marceau, au par. 40:

It is my opinion that one should not endeavour to create J'estime qu’on ne devrait pas teeier uleecdistinc-
a distinction between a substantial and a literal infringe- tion entre une coatrefa la substance d’'une inven-
ment in a case such as this; one should construe the tion et une conttefdyelle dans une affaire comme
claims so as to determine what exactly lies within the  ¢émemfe egxe; il faut interpeter les revendications

scope of the inventor’s rights. Once this has been deter- afietdendfner ce qui est exactement couvert par la
mined, then one can consider the defendant’s product to eepal¢s droits de l'inventeur. Une fois celeted”
decide if it falls within the scope of the claim. rejnia Cour peut examiner le produit de Efatide-

resse afin deetider s'il est embrasgiar la poeée de la
revendication.

However, other decisions of different panels of our  Toutefois, dans d'agtresot's rendues par des
Federal Court of Appeal have occasionally sought  formationerdiftés, la Cour d’appetdérale du
to breathe life into the earlier dichotomy: see  Canada a &ehoccasion de raviver la dichoto-
Computalog Ltd. v. Comtech Logging Ltd. (1992), mie: voirComputalog Ltd. c. Comtech Logging
44 C.P.R. (3d) 77, at pp. 80-81, aReherguard  Ltd. (1992), 44 C.P.R. (3d) 77, aux pp. 80 et 81, et
Products Ltd. v. Rocky's of B.C. Leisure Ltd.  Feherguard Products Ltd. c. Rocky's of B.C.
(1995), 60 C.P.R. (3d) 512. B. H. Sotiriadis inLeisureLtd., [1995] A.C.F. A 620 (QL). Dans son
“Purposive Construction in Canadian Patent ouvrage iatitdPurposive Construction in
Infringement Cases Sinc® Hara” (1996), 11  Canadian Patent Infringement Cases Since
[.P.J. 111, notes at p. 116: O'Hara» (1996), 111.P.J. 111, B. H. Sotiriadis
signale ce qui suia la p. 116:

In fact, notwithstanding>’Hara, the Court of Appeal TRADUCTION] En fait, malgg l'arrét O’'Hara, la Cour

[in Imperial Qil v. Lubrizol (1992), 45 C.P.R. (3d) 449] d’appel [ddngperial Oil c. Lubrizol (1992), 45 C.P.R.
went so far as to state that the notion of the “pith and (3d) 449] estradine jusqua affirmer que la notion
marrow” of an invention in patent cases was a principle de la «substance» de l'inventioneza dwtirevets
that remains “alive and well and applicable in the casestait un principe qui «existe toujours et est applicable
before the court.” dans lesg®éntes circonstances.»

Similarly, in C. V. E. Hitchman and D. H. De méme, dans I'ouvrage de C. V. E. Hitchman
MacOdrum, “Don’'t Fence Me In: Infringement in et D. H. MacOdrum irgityDon’t Fence Me In:
Substance in Patent Actions” (1990-91C.T.P.R.  Infringement in Substance in Patent Actions»
167, the authors, at p. 201, citeitter (Canada)  (1990-91), 7R.C.P.l. 167, les auteurs citeng, la
Ltd. v. Baxter Travenol Laboratories of Canada  p. 201, Cutter (Canada) Ltd. c. Baxter Travenol
Ltd. (1983), 68 C.P.R. (2d) 179 (F.C.A.), andLaboratories of Canada Ltd., [1983] A.C.F. A 6
Johnson Controls, Inc. v. Varta Batteries Ltd.  (QL) (C.A.), et Johnson Controls Inc. c. Varta
(1984), 80 C.P.R. (2d) 1 (F.C.A)), as evidence oBatteries Ltd., [1984] A.C.F. A 239 (QL) (C.A),
continuing posEatnic adherence to the two-step  pa@tablir que, a@s I'arét Catnic, la cour a con-
approach and conclude, “[i]t is too early to say &€ recouria’la dmarchea’deux volets, et ils
whether that Court followingD’Hara will focus  concluent: TRADUCTION] «Il est trop 6t pour
solely on theCatnic test”. Bterminer si la Cour ei¥rale, apes l'arét

O'Hara, appliquera uniqguement le @it &gag
dansCatnic.»
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| do not suggest that the two-stage approach Je ne petends pas que laediarchea’ deux 50

necessarily ends at a different destination than the  volete neécessairemerd un Esultat difErent
one-stage approach, or that the two-stage approach  par rapdart®marchea’ un seul volet, ni
has resulted in abuse. | think we should now rec- qu’elle aedtiema des abus. Je crois cependant
ognize, however, that the greater the level of dis- qu'il fesbdhais reconmaé que plus grand est
cretion left to courts to peer below the language of  le pouvoir elisoriaire accomlau tribunal de
the claims in a search for “the spirit of the inven-  rechercher «lI'esprit de I'invention» aauddel”
tion”, the less the claims can perform their public libelEs revendications, moins les revendications
notice function, and the greater the resulting level  peuvent jouerdudifformation du public et
of unwelcome uncertainty and unpredictability.  plus l'incertitude et I'emjmibilité qui en esul-
“Purposive construction” does away with the first  tent malheureusement sont grandes. Litmterpr
step of purely literal interpretation but disciplines ti@téologique» supprime le premier volet cor-
the scope of “substantive” claims construction in  responalamte interpatation purement textuelle,
the interest of fairness to both the patentee and the  mais elle resserre ¢iatenprde ce qui consti-
public. In my view its endorsement by the Federal  tue I'«essentiel» ou la «substance» de l'invention
Court of Appeal inO'Hara was correct. et ce, afin qu’un traitemenuitable soit accoati

la fois au brevet’et au publicA mon sens, la Cour

d’'appel Bdérale a eu raison de la prigijier dans

l'arret O’'Hara.

(e) The Claims Language Will, on a Purposive e) Suivant une ietatpm €léologique, il
Construction, Show that Some Elements of ressort de la teneur des revendications que
the Claimed Invention Are Essential While certagiénients de l'invention sont essen-
Others Are Non-essential. This Allocation tiels, alors que d'autres ne le sont pas. Les
Will Be Made in the Following Manner: eléments essentiels et lglérments non essen-

tiels sont @étermir€s de la maere suivante:

(i) On the Basis of the Common Knowledge of (i) En fonction des connaissances usuelles d'un
the Worker killed in the Art to Which the travailleur versé dans I'art dont releve I'in-
Patent Relates vention

This point is addressed more particularly in Cet aspect est plus parti@igment examim” °1

Whirlpool Corp. v. Camco Inc., [2000] 2 S.C.R.  dans les ats"Whirlpool Corp. c. Camco Inc.,

1067, 2000 SCC 67, andivhirlpool Corp. v. [2000] 2 R.C.S. 1067, 2000 CSC 67 Wétirlpool

Maytag Corp., [2000] 2 S.C.R. 1116, 2000 SCC Corp. c. Maytag Corp., [2000] 2 R.C.S. 1116,

68, released concurrently. The involvement in 2000 CSC 68, rendus concurremment. Efinterpr’
claims construction of the skilled addressee holds  tation des revendications avec le concours d'un
out to the patentee the comfort that the claims will  destinataire denss I'art donne au breeefas-

be read in light of the knowledge provided to the  surance que certains termes et concepts seront con-
court by expert evidence on the technical meaning eré&sdpar le tribunah la lumiere du ¢moignage

of the terms and concepts used in the claims. The  d'un expert concernant leur sens technique. Les
words chosen by the inventor will be read in the  mots choisis par linventeur seront eigterpr’
sense the inventor is presumed to have intended, selon le sens que linvente@sw@st proir

and in a way that is sympathetic to accomplish-  voulu leur donner et d’'unermaui est favora-

ment of the inventor's purpose expressed or  &ld’accomplissement de |'objet, exgs ou

implicit in the text of the claims. However, if the tacite, des revendications. Cependant, I'inventeur
inventor has misspoken or otherwise created an  qui s’exprime mal owequpar ailleurs une res-
unnecessary or troublesome limitation in the  triction inutile ou complexe ne peut s’en prendre
claims, it is a self-inflicted wound. The public is  guui-méme. Le public doit pouvoir s’en remet-
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entitled to rely on the words usqmovided the  tre aux termes emplega condition qu’ils soient

words used are interpreted fairly and knowledge-  intd#prde marmire équitable eetlaige.
ably.

(i) What Constitutes an “ Essential” Element Is (i) Cequi constitue un éément «essentiel» doit
to Be Interpreted in Light of the Knowledge étre déerminé en fonction des connais-
of the Art at the Date of the Publication of sances acquises dans le domaine a la date
the Patent Specification de la publication du mémoire descriptif

The substitutability of non-essential elements L'interchangeabilig” d’éléments non essentiels
derives from an informed interpretation of the lan-  egedhiréea l'issue d’'une intermtation€eclai-
guage of the claims at the time they are revealed t®e dg la teneur des revendications au moment o°
the target audience of persons skilled in the rele-  elles sont comraasigux personnes cibles ver-
vant art. Thus Dickson J., iBonsolboard, supra,  sées dans l'art dont Ve l'invention. Ainsi, dans
spoke at p. 523 of “what a competent workmanConsolboard, précit, le juge Dickson a fait men-
reading the specification at its date would have  &#dap. 523 deTRADUCTION] «ce qu’un ouvrier
understood it to have disclosed and claimed” habile qui aurait lu éenainé descriptifa
(emphasis added). See also Fapra, at p. 204.  Epoque aurait jugdivulgle et revendige par le
The date of publication was identified by Lord emoéire» (je souligne). Voiegalement Foxpp.
Diplock in Catnic, supra, and picked up by Hoff- cit., a la p. 204. La date de la publicatioata rete-
mann J. (as he then was) improver Corp. v. nue par lord Diplock dan€atnic, précit, puis
Remington Consumer Products Ltd., [1990] F.S.R.  reprise par le juge Hoffmann (maintenant lord

181 (Pat. Ct.), at p. 182: Hoffmann) dahsprover Corp. ¢. Remington
Consumer Products Ltd., [1990] F.S.R. 181 (Pat.
Ct),ala p. 182:

Would this (i.e.: that the variant had no material effect) TRAPUCTION] Le fait que la variante n’influence pas de

have been obvious at the date of publication of the corfagppeciable le fonctionnement de Iinvention

patent to a reader skilled in the art? If no, the variant is aureitilévident, a la date de la publication du

outside the claim. [Emphasis added.] brevet, pour un expert du domaine? Dagatieenla
variante ne tombe pas sous le coup de la revendication.
[Je souligne.]

The date of publication continues to be the criti- La date de publication est toujours la dagéed’
cal date in England: Terrelsupra, at p. 106, minante en Angleterre: Terref, cit., a la p. 106,
although Lord Hoffmann (as he now is) has bien que lord Hoffmann ait fait remanmguer [
observed that “there is an important differencedDUCTION] «[qu’]il existe une grande diience
between the 194%ptent Act] and the 1977Hat-  entre la Patent Act] de 1949 et [celle] de 1977»,
ent Act]” which requires the date of application (or  quiepoit que la date de la demande (ou date
priority date) to become the critical date for certain ~ d@ntité) devient la date edérminantea’cer-
purposes:Biogen Inc. v. Medeva PLC, [1997] taines fins:Biogen Inc. c. Medeva PLC, [1997]
R.P.C. 1 (H.L.), at p. 54. In that case the court was  R.P.C. 1 (F.la),p: 54. Dans cette affaire, la
dealing with the sufficiency of disclosure, but  cour devait examiner la question dwecamaf
some English judges have taken the cue to con- fisant de la divulgation, mais certains juges anglais
strue claims as of the date of application as well,  ont saisi I'occasion pour éteergs revendica-
e.g.,Dyson Appliances Ltd. v. Hoover Ltd., [2000] tions €galementa’ compter de la date de la
E.W.J. No. 4994 (QL) (Pat. Ct.), at para. 48(k). In  demande, pDgson Appliances Ltd. c. Hoover
Canada, Reed J. advocated a similar position ihtd., [2000] E.W.J. No. 4994 (QL) (Pat. Ct.), au
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AT & T Technologies, Inc. v. Mitel Corp. (1989), par. 48k). Au Canada, le juge Reedez@ni€ une

26 C.P.R. (3d) 238 (F.C.T.D.), at p. 260, even in emdfche semblable dadS & T Technologies,

the absence of these statutory changes. While thetac. c. Mitel Corp. (1989), 26 C.P.R. (3d) 238

may be some advantages to the establishment of a  (€iRstl),a la p. 260, e en I'absence de

single critical date for multiple purposes including  ces modificatiegsslatives. Bien qu'il puisse y

obviousness, sufficiency and claims construction,  avoir des avardaagablit une seule dateetér-

my view is that Canadian law does not support the  minante aux fins, notamment, des questions d’”

date of application as the critical date for claims  dence, de esgasiffisant et d’interptation des

construction. revendications, je suis d’avis que le droit canadien
ne justifie pas le choix de la date de la demande
comme date eferminante pour l'interptation des
revendications.

There remains, however, a choice between the Un choix demeure toutefois entre la date de 12
date of issuance of the patent and the date of itselivrdhce du brevet et la date de sa publication
publication because under the former Act the date  car, en vertu de I'ancienne loi, la datelde la d”
of issue and the date of publication were the same.  vrance et la date de puldieagonla refe.

Now, as a result of the obligations assumed by De nos jours, par suite des obligations que le
Canada under the 19PRatent Cooperation Treaty  Canada a contraa#s dans le cadre diraité de
implemented by s. 10 of the new Act (S.C. 1993 coopération en matiére de brevets de 1970 mis en
c. 15, s. 28), the patent specification is “laid open”  application par I'art. 10 de la nouvelle loi (L.C.
18 months after the effective date of the Canadian 1993, ch. 15, art. 28¢nleire descriptif des
patent application. In my view, the same logic that  brevets devient «accessible au public» 18 mois
favoured the date of issuance/publication as the esdrdate d'effet de la demande de brevet cana-
critical date for claims construction under the for-  di&mon avis, la logique qui pconisait la date
mer Act, favours the choice of the “laid open” date  dalivdance/publication comme dateetdimi-
under the new Act. On that date, the invention is  nante pour l'ietatph des revendications en
disclosed to the public, those interested have some  vertu de I'anciennedonipeegalement la date
ability to oppose the grant of the patent applied for,  d’'«accessibiiti application de la nouvelle loi.
and the applicant for the patent is eventuallyA compter de cette date, I'invention est dividgu”
allowed to claim reasonable compensation au public, les personeesg#s ont la possibi-
(s. 55(2)), provided the patent is ultimately eldé s’opposea I'octroi du brevet demaedét le
granted, from and after the “laid open” date. The = demandeur du breveepkumei une indemmit”
public, the patentee, its competitors and potential  raisonnable (par. 55(2)), dans la méslwreo”
infringers all have an interest and/or concern from  vet est aechedpublic, le brevet ses concur-
that date forward. The notional skilled addressee rents et les contrefastenigels sont tous Ex”
has a text available for interpretation. In summary, ess$(ou) conceasa compter de cette date. Le
public disclosure and the triggering of legal conse-  destinataire fictife vdesis I'art dispose d'un
guences on the “laid open” date, as well as the pol-  texte suscepébie idterpeté. Bref, la divulga-
icy considerations that underpinned the earlier case  tion publigue et legquensés juridiques
law, favour that date over the other possibilities as  qu’elle imsteaCompter de la date d'«accessibi-
the critical date for the purpose of claims construc- e»litde nefne que les consdations de principe
tion. qui formaient le fondement de la jurisprudence
plus ancienne, militent en faveur de cette date, plu-
tot que les autres possibdit offertes, comme date
déterminante aux fins de [lintemgdtion des
revendications.
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(i) Regard Is to Be Had to Whether It Was (iii) 1l faut se demander s'il éait manifeste, au
Obvious at the Time the Patent Was Pub- moment ou le brevet a &é publig, que la
lished that Substitution of a Different Vari- substitution d'une variante modifierait le
ant Would Make a Difference to the Way in fonctionnement de I’'invention

Which the Invention Works

5 It would be unfair to allow a patent monopoly to |l serait injuste de permettre qu'un appareil qui

be breached with impunity by a copycat device ne se distingue de eetiti déins les revendica-
that simply switched bells and whistles, to escape  tions du brevet que par la permutation ée caract’
the literal claims of the patent. Thus the elements  ristiques secondettesppe impugrhent au
of the invention are identified as either essential  monopoleceop@r le brevet. En coeglence,
elements (where substitution of another element or elfaaeénts de I'invention sont quaéf’soit d’es-
omission takes the device outside the monopoly), sentiels (la substitution d’'uelément ou une
or non-essential elements (where substitution or  omission fait en sorte que I'apphegipé au
omission is not necessarily fatal to an allegation of  monopole), soit de non essentiels (la substitution
infringement). For an element to be considered ou l'omission niaetrgas atessairement le
non-essential and thus substitutable, it must be rejet d'uegatibh de contre€mn). Pour qu’un
shown either (i) that on a purposive construction oklément soit jug'non essentiel et, partant, rempla-
the words of the claim it was cleanhpt intended cable, il fautetablir que (i), suivant une integia-
to be essential, or (ii) that at the date of publication  tieléotbgique des termes empésy'dans la
of the patent, the skilled addressees would have revendication, l'inventeunanifestemenpas
appreciated that a particular element could be sub-  voulu qu’il soit essentiel, ou quia @ixté de la
stituted without affecting the working of the inven-  publication du brevet, le destinataire dens’
tion, i.e., had the skilled worker at that time been  I'art aurait censpaiin €lement dona”pouvait
told of both the element specified in the claim andetre Substita’sans que cela ne modifie le fonction-
the variant and “asked whether the variant would  nement de l'inventiand.cque, si le travailleur
obviously work in the same way”, the answer ‘eeddns l'art avait alorett informg de Igélé-
would be yes:Improver Corp. v. Remington, ment atcrit dans la revendication et de la variante
supra, at p. 192. In this context, | think “work in  etrADUCTION] «qu’on lui avait demarsl de
the same way” should be taken for our purposes asterminer si la variante pouvait manifestement
meaning that the variant (or component) would  fonctionner de danenmargie», sa eponse
perform substantially the same function in substan-  aure#¢ affirmative: Improver Corp. c.
tially the same way to obtain substantially theRemington, précité, a la p. 192. Dans ce contexte,
same result. Inlmprover Corp. v. Remington, je crois qu’il faut entendre par «fonctionner de la
Hoffmann J. attempted to reduce the essence of theememharere» que la variante (ou le composant)
Catnic analysis to a series of concise questions, at  accomplirait essentiellemergnia fafction,
p. 182: d'une mamre essentiellement identique pour obte-
nir essentiellement le emie Esultat. Dandmpro-
ver Corp. c. Remington, le juge Hoffmann a teet”
de ramener l'essentiel de I'analyse pragosians
l'arret Catnic a une sfie de questions concises, -
la p. 182:

[TRADUCTION]

(i) Does the variant have a material effect upon the (i) La variante influence-t-elleodeafapeciable le
way the invention works? If yes, the variant is outside fonctionnement de l'invention? Dans I'affirmative, la
the claim. If no: — variante ne tombe pas sous le coup de la revendication.
Dans la egative:
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(i) Would this (i.e.: that the variant had no material (ii) Le fait que la variante n'influence pasae fa,
effect) have been obvious at the date of publication of emmhle le fonctionnement de linvention aurait-il
the patent to a reader skilled in the art? If no, the varianeté évident,a la date de la publication du brevet, pour un

is outside the claim. If yes: — expert du domaine? Danselgathie, la variante ne
tombe pas sous le coup de la revendication. Dans I'affir-
mative:
(i) Would the reader skilled in the art nevertheless (iii) L’'expert du domaine conclurait-il avialgt; a
have understood from the language of the claim that the la lecture de la teneur de la revendication, gue le brevet”
patentee intended that strict compliance with the pri- cenaid qu'une stricte adision au sens premier
mary meaning was an essential requirement of the constituait une condition essentielle de [linvention?
invention? If yes, the variant is outside the claim. Dans l'affirmative, la variante ne tombe pas sous le

coup de la revendication.

The three questions are not exhaustive but they Les trois questions ne sont pas exhaustives, mai
encapsulate the heart of Lord Diplock’s analysis, elles englobent ce qui est au cceur de I'analyse de
and have been endorsed in subsequent English  lord Diplock, et elles ont par &ésafprou-
cases. gés par les tribunaux anglais.

In AT & T Technologies, supra, at p. 257, Reed DansAT & T Technologies, précité, a la p. 257, 27
J. derived a series of interpretive principles from le juge Regdg¥ uneesie de principes d'inter-
Catnic, supra, O'Hara, supra, and other cases. Her  gbationa partir de dif€rents amfs, donCatnic et
third principle is as follows: O'Hara, précités. Le troime principe qu’'elle

dégage est le suivant:

(3) if a variant of an aspect of a claim has no material (3) Si une variante d’un aspect d'une revendication n'a

effect on the way the invention works there is a pre- aucune incidence importante sur le fonctionnement de
sumption that the patent is infringed and that the paten- linvention, il existe esmption portant que le bre-

tee intended that that variant falls within the scope of vet est contrefait et que lee breulit que cette

the claim . . .[Emphasis added.] variante entre dans la ggoriie la revendicatio. . .

[Je souligne.]

The desirability of such a presumption is supported Le @actoOuhaitable d’'une telle ggdmption

by some commentators (see, e.g., J.-C. Boudreau, est comfantjuelques observateurs (voir p. ex.
“AT&T Technologies: A Contribution to the Pur-  J.-C. Boudreau, «AT&T Technologies: A Contri-
posive Construction Approach for Patent Infringe-  bution to the Purposive Construction Approach for
ment Analysis in Canada” (1998-99), Td.P.R.  Patent Infringement Analysis in Canada»
323). If this proposition is taken to mean that a  (1998-99)RIGP.I. 323). S'il s’ensuit que le
presumption of non-essentiality will arise if it is  casxet’non essentiel estgsung lorsqu’il est
established in light of the knowledge of sub-etabli, compte tenu de la connaissance de linter-
stitutability existingat the date of the infringement  changeabil#” existanta la date de la contrefacon

(AT & T Technologies, supra, at p. 262) that a vari- AT & T Technologies, précit, a la p. 262), qu'une

ant would have no material effect on the way the  variante n’aurait aucun effet important sur la
invention works then, with respect, | disagree with  reemndont fonctionne I'invention, je ne peux, en

it. The effect would be that the ambit of the toutefédénce,efre d'accord avec ce point de
monopoly would grow over the life of the patentas  vue. Si ell@t “appliqee, cette @Somption

new substitutes are developed and absorbed into  aurait pour effeemunellié du monopole s'ac-

the common knowledge of the skilled worker. The Iitcaif pendant la gxiode de valid&” du brevet
inventor cannot be thought to have the necessary  lorsque des substituts seraient mis au peint et int”
“intent” in relation to after-created knowledge egr'aux connaissances usuelles du travailleur
except in the irrelevant sense of intending to reap ewdas’s I'art. On ne peut consiér que I'inven-
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the benefit of the maximum coverage available. In  teur a eu I'«intentiecesgair@ I'egard de con-

my view, Catnic, supra, andO’Hara, supra, were  naissances dont I'acquisition est eostire, sauf

correct to put the onus on the patentee to establish  dans le sens non pertinent de vouloir tirer avantage

known and obvious substitutability at the date of  de la plus grandeepoossible de ses revendica-

publication of the patent. If the patentee fails to tighmon avis, dan€atnic etO'Hara, précités,

discharge that onus, the descriptive word or les tribunaux ont eu raison d’'exiger dwe brevet

expression in the claim is to be considered essen-  egtablisse une interchangealglitonnue et

tial unless the context of the claims language  manifedtedate de la publication du brevet. Si

otherwise dictates. le breeetie se dcCharge pas de ce fardeau de
preuve, I'expression ou le mot descriptifs figurant
dans la revendication doivengtré considfés
comme essentiels, sauf lorsque la teneur des reven-
dications indique le contraire.

(iv) According to the Intent of the Inventor (iv) Conformément a I’intention de I’inventeur,
Expressed or Inferred from the Claims of expresse ou inférée des revendications du
the Patent brevet

The inventor is addressing others in the same L'inventeur s’adressa d’autres personnes exer-
line of work. Words have layers of significance cant leurs activés dans le eme domaine. Les
and secondary meanings. A reference to “turf” mots ont plusieuresielg signification et des
means something different to racehorse owners  sens secondaires. En anglaisiuehnsigrifie
than it does to warring business executives. The  une piste de course pour umtgwepde
word “bench” means a physical object to weight-  chevaux de course, tandis que, pour un dirigeant
lifters but has numerous secondary meanings for  d'entreprise combatif, il a le sens de tarritoire °
members of the legal profession. The courts recog-eferdire. De e, le mot kench» repgsente un
nize the pitfalls of language and will do what they  objetamet’pour un hadifophile, mais il a de
can to give the inventor “protection for that which  nombreux sens secondaires dans les milieux juri-
he has actually in good faith inventedVdstern  diques. Les tribunaux reconnaissent que la langue
Electric, supra, at p. 574), but there are limits. comporte desgps et ils font ce qu'ils peuvent
pour accordem I'inventeur fRADUCTION] «l'ex-
clusivitt de ce qu’il a inveet’de bonne foi»
(Western Electric, précité, a la p. 574), mais jus-
gu'a un certain point.

In O'Hara, supra, the Federal Court of Appeal DansO’'Hara, précite, la Cour d’appeletrale
held that a patent for a pill coating machine that a stgt€ le brevet d’'un appareil d’enrobage de
specified aflexible exhaust could not be inter- compempEcisant qu'un collecteur ethappe-
preted to cover a machine that fulfilled the same  netait applige” de marereflexible ne pouvait
function and contained all of the other essentiaktre "considfé comme visant un appareil accom-
elements but which utilized fixed exhaust. Pratte  plissant laemé fonction et eUnissant tous les
J.A., for the court, considered it important that the  ausléménts essentiels, magtanht dot” d'un
patentee had specified “exhaust inlet flexibly  collecteech&ppemeren position fixe. Selon le
biased”, and must be taken to have attached signif-  juge Pratte, s’exprimant au nom de la cour, le fait
icance to the words chosen (at p. 7): que le beemetit emplog I'expression «collec-

teur déchappement appliguobliquement et de
mangire non rigidexetait important et il fallait sup-
poser que l'inventeur attachait une importance par-
ticuliere aux mots choisia(la p. 7):
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... unless it be obvious that the inventor knew that a .. sauf si de toutevidence, I'inventeur savait que le
failure to comply with that requirement would have no fait de ne pas s’y conformer n'aurait aucun effet sur le
material effect upon the way the invention worked. fonctionnement de [I'invention].

Pratte J.A. also stated: Le juge Prattegalément dit:

A court must interpret the claims; it cannot redraft them. Le tribunal doit ieterges revendications; il ne peut
When an inventor has clearly stated in the claims that he  elgsre.” Lorsqu’un inventeur a clairemengctiie
considered a requirement as essential to his invention, a dans les revendications qu’il tesd@ibem pour
court cannot decide otherwise for the sole reason that he essestielinvention, le tribunal ne saurait excid”
was mistaken. der autrement pour la seule raison qu'il se trompait.

To the same effect sek K. Snit & Sons, supra, Voir dans le refe sengd. K. Smit & Sons, précité,
per Duff C.J., at p. 285. le juge en chef Dudfla p. 285.

The facts ofO’Hara have an echo in the facts of  Sur le plan des faits, I'affair® Hara s’appa- 60

this case. Claim 1 of the '156 patent stipulates the  eetdaepEsente egre. La prendrfe revendica-

“said magnetization coil being stationary” during  tion du brevet &66nte que «[la bobine de

treatment. Whether the magnetization colil is statio- emagmtisation] est immobilsé» pendant le trai-

nary may or may not affect the way the device tement. Que la bobine detisamor soit immo-

works, but the inventor has explicitly so stipulated.  b#isiu non peut avoir ou ne pas avoir un effet
sur la marere dont I'appareil fonctionne, mais
linventeur a stipud” que teletait le cas.

(v) Based on the Patent Specification Itself (v) Interprétation fondée sur le mémoire des-
Without Resort to Extrinsic Evidence criptif lui-méme, indépendamment de toute
preuve extrinseque

In O'Hara, supra, Pratte J.A. commented at p. 7 DansO’'Hara, précité, le juge Pratte dd la p. 7 61
that in claims interpretation the Court “is merely  que, pour ingdeprune revendication, la cour
trying to find out what was the intention of the  «essaie simplemeneggdf I'intention de I'in-
inventor”, and this comment has given rise to the  venteur». Cette observatiore aéntiths pe-
contention that some forms of extrinsic evidence tendre queeldeserits de preuve extraie
should be admissible in claims construction to  devraient paefinés recevables pour integber
establish the inventor’s intention. des revendicatioretadilit I'intention de I'inven-

teur.

The intervener, Procter & Gamble Inc. urges the L'intervenante, Procter & Gamble Inc., exhorte®2
Court to allow proof of the intent through evidence  notre Goawutoriser la preuve de l'intention de
of representations to the Patent Office in the course  l'inventeur au moyen des observatensepr”
of patent prosecution, i.e., the negotiations over the  au Bureau des brevets au cours de I'examen de la
wording of the claims leading up to issuance of the  demande de breadl, tes egociations qui se
patent. In her reasons, Rousseau-Houle J.A. made  sootikEs au sujet du libelldes revendica-
limited reference to the prosecution history in the  tions et oneradn” &livrance du brevet. Dans

present case as follows (at pp. 461-62): ses moatifs, le juge Rousseau-Houle reaveie bri’
ment a I'examen de la demande de breweta
p. 2911:
[TRANSLATION] During his study of the patent applica- [Le commissaire], lors deetaie ‘des demandes de

tions, the Commissioner analyzed various systems brevets, aediflgsénts appareilsetdtits dans des
described in American and German patents which also brevetsicam$ et allemands etgilement carys
were developed to treat the human body through the cre- pour traiter le corps humain paatian cde
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ation of magnetic fields. He examined the article by
Solov'eva which the appellant quoted and specifically
commented in patent application 361. He requested

additional details with respect to certain of the claims

described in the patents and ordered amendments to the

descriptions of certain functions and the deletion of any

champs etigges. Il a pu prendre connaissance de
I'article de Solov'eva que I'appelante aveiteipli-

citement commerdans la demande de brevet 361 [. . .]

I a demani¥s pecisions additionnelles sur
quelques-unes des revendidtésrsud brevets et
aeed@y amendements aux descriptions de certaines

reference to methods of treatment because methods are

fonctions et la disparition deféoeneed des

not patentable. [Emphasis added.]

ethddes de traitement puisqu'unethdde n’est pas

brevetable. [Je souligne.]

In the United States, representations to the Pat-
ent Office were historically noted on the file cover
or “wrapper”, and the doctrine is thus known in
that country as “file wrapper estoppel” or “prose-
cution history estoppel”. In its recent decision in
Warner-Jenkinson Co., supra, the United States
Supreme Court affirmed that a patent owner is pre-
cluded from claiming the benefit of the doctrine of
equivalents to recapture ground conceded by limit-
ing argument or amendment during negotiations
with the Patent Office. The availability of file
wrapper estoppel was affirmed, but it was nar-
rowed in the interest of placing “reasonable limits
on the doctrine of equivalentsder Thomas J., at
p. 34. While prosecution history estoppel is still
tied to amendments made to avoid the prior art, or

otherwise to address a specific concern — such as

obviousness — that arguably would have rendered

Aux Etats-Unis, les observations devant le
Bureau des brevets ont historiquetth@miEes
sur la couverture ou I'«enveloppe» du dossier, ce
qui a @onaissanca la tléorie de la «m@Clusion
feadsur les notes apmes au dossier» ou de la
«@clusion fonde sur I'examen de la demande de
breveteerRment, dang/arner-Jenkinson Co.,
eq@t, la Cour summe deskttats-Unis a statu”
gue le titulaire d’'un brevet ne pouvaitaeipr’
dedarih 'desquivalents pour reprendre le ter-
raied® au moyen d’'une argumentation ou d’'une
modification portant restriction lorsedesiax’
tions avec le Bureau des brevets. Elle aeconfirm’
que lagmiusion fonee sur les notes apges au
dossier pouwsaé invogee, mais elle I'a cir-
conscrite afinTgaBUCTION] «des limites rai-
sonnables soierdesgaplartteorie deequiva-
lents», le juge Thanag. 34. Alors que la

the claimed subject matter unpatentable, the court eclypsion fonée sur I'examen de la demande de

placed the burden on the patentee to establish the

reason for an amendment required during patent
prosecution. Where no innocent explanation is
established, the court will now presume that the

Patent Office had a substantial reason related to

patentability for including the limiting element
added by amendment. In those circumstances,
prosecution history estoppel bars the application of
the doctrine of equivalents as to that element.

brevet denezur@u¥” modifications appess
@ater que l'invention ne se heudeune ard”
ool poureViter un autreecueil — telle [Bvi-
dence — qui aurait pu rendre non brevetable I'ob-
jet revendegtribunal a exig'du brevet qu'il
justifie la modification denmngbendant I'exa-

men de la demande de brevet. Lorsque aucune

explication innocente n'esteavaactribunal
espmera eSormais que le Bureau des brevets

avait un motif valable &a la brevetabild” d'inté-
grer I'éléement restrictif ajost’par voie de modifi-
cation. Dans ces circonstances, lagusion fon-
dée sur I'examen de la demande de brevet fait
obstaclea’ I'application de la thorie desefuiva-
lentsa I'egard de cetlément.

The use of file wrapper estoppel in Canada was
emphatically rejected by Thorson P. Lovell
Manufacturing Co. v. Beatty Bros. Ltd. (1962), 23

Au Canada, la gclusion fonde sur les notes

appoges au dossier att énergiquement reje¢
par le @sident Thorson darsovell Manufactur-

Fox Pat. C. 112 (Ex. Ct.), and our Federal Courtng Co. c. Beatty Bros. Ltd. (1962), 23 Fox Pat. C.
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has in general confirmed over the years the exclu- 112 (CEde ét la Cour étrale du Canada a
sion of file wrapper materials tendered for the pur- erégalement confirm’au fil des ans I'irrecevabi-
pose of construing the claims: see, eRL.G. lite des notes appess sur I'enveloppe du dossier
Research Ltd. v. Jannock Seel Fabricating Co.  aux fins de l'interpetation des revendications. Voir
(1991), 35 C.P.R. (3d) 346 (F.C.T.D.), at p. 349.  pPRX.G. Research Ltd. c. Jannock Steel Fabri-
No distinction is drawn in this regard betweencating Co. (1991), 35 C.P.R. (3d) 346 (C.Fe1l
cases involving allegations of literal infringement  insk)a’p. 349. Aucune distinction n’establie
and those involving substantive infringement. a cetégard entre une affaire portant sur unegat
tion de contrefagn textuelle et une affaire relative
a la contrefagn de I'essentiel du brevet.

Counsel for Procter & Gamble Inc. argues that L'avocat de Procter & Gamble Inc. fait valoir 6°
prosecutions history ought to be admissible in  queetfasents de preuveek’a I'examen de la
some circumstances in the interest of obtaining demande de brevet destaericévables dans
consistent claims interpretation here and in the  certaines circonstances pour que efattenpr’
United States, where many Canadian patents have  des revendications soeghteolci et aux
their origin. There is some nourishment for thisEtats-Unis, d’o”proviennent de nhombreux brevets
proposition in commentary by other experienced canadiens. Cette proposition jouit d'un certain
practitioners (e.g., D. W. Scott, “The Record of  appui de la part d'autres praticieneriexp’(p.
Proceedings in the Patent Office in Canada & ex. D. W. Scott, «The Record of Proceedings in
Foreign Countries as Evidence in Infringement &  the Patent Office in Canada & Foreign Countries
Validity Contests” (1985-86), £.I.P.R. 160). Ref-  as Evidence in Infringement & Validity Contests»
erences to the intention of the inventor in  (1985-863},@P.l. 160). On avance que la men-
Catnic, supra, andO'Hara, supra, are said to leave  tion de lintention de linventeur d&asnic et
the door ajar to the possibility of reconsideration.O'Hara, précités, entrouvrirait la porta unéven-

tuel examen de la question.

In my view, those references to the inventor's Jestime que, dans ces affaires, I'intention dés
intention refer to an objective manifestation of that  I'inventeur renwid’expression objective de
intent in the patent claims, as interpreted by the  cette intention dans les revendications du brevet,
person skilled in the art, and do not contemplate  selon l'ird&fioh qui en est faite par une per-
extrinsic evidence such as statements or admis-  sonneeveasis I'art, et noa deseléments de
sions made in the course of patent prosecution. To  preuve eguimEomme desdlarations ou des
allow such extrinsic evidence for the purpose of aveux faits pendant I'examen de la demande de
defining the monopoly would undermine the pub-  brevet. Autoriser la mise en preuve @etels ~
lic notice function of the claims, and increase  ments exguss pour eéerminer [Etendue d’'un
uncertainty as well as fuelling the already over-  monopole compromettraitidedes revendica-
heated engines of patent litigation. The current tions dans l'information du public et ajoaterait °
emphasis on purposive construction, which keeps  lincertitude, tout en attisant le te@siateise
the focus on the language of the claims, seems also  du contentieux ere rdatibrevets. La faveur
to be inconsistent with opening the pandora’s box  dont jouit actuellement I'etipn €léogique,
of file wrapper estoppel. If significant representa-  qui assure la péntruta teneur des revendica-
tions are made to the Patent Office touching the tionsjtpagalement incompatible avec I'ouver-
scope of the claims, the Patent Office should insist  ture detla @ Pandore que serait l&grision

fondée sur les notes apmes au dossier. Lorsque
des observations importantes lui sonegarees
concernant la pagg des revendications, le Bureau
des brevets devrait exiger, si besoin est, qu'une
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where necessary on an amendment to the claims to

reflect the representation.

This is not to suggest that prosecution history
can never be relevant for a purpose other than
defining the scope of the grant of the monopoly:
Foseco Trading A.G. v. Canadian Ferro Hot Metal
Secialties, Ltd. (1991), 36 C.P.R.
(F.C.T.D.), at p. 47. That point does not arise in

this case for decision and lies outside the scope of

these reasons.

(f) Based on the Foregoing Principles, the
Respondents’ Device Is Outside the Claimed
Monopoly and the Appeal Must Be Dis-
missed

While the foregoing principles will have to be
adapted to the exigencies of different types of pat-
ents, it may be helpful to summarize how they
apply in this case.

(1) At the claims construction stage, the word-

ing of the claims was analysed to isolate the
descriptive words and phrases which identify the
elements of the invention. There is no need here
to make heavy weather in the details. The claims
specify the presence of “circuit means” to con-

trol the electro-magnetotherapy. There is noth-
ing in the context of the claims to suggest that
the inventor considered circuit means to be non-
essential. On the contrary, it is the core of the
invention. Equally, there was no evidence that at
the date of publication of the patent the ordinary
skilled worker would have appreciated that there
were variants that could perform substantially

the same functiom substantially the same way

to achieve substantially the same result as the

circuit means specified in the patent.

(2) Control of the magnetotherapy by circuit

means was therefore an essential element of the

invention.

(3) At the infringement analysis stage, the
accused Electro-Sarg¢” device is now to be
examined and its constituent elements similarly
identified.

variantes

modification soit esppeort’corsjuence aux

revendications.

Il ne s’ensuit pas que I'examen de la demande

de brevet ne puissegaeaisrtinent pour une
autre fin que celleefildird etendue du mono-

pole accord:! Foseco Trading A.G. ¢. Canadian
(3d) 35 FerroHot Metal Specialties Ltd. (1991), 36 C.P.R.

(3d) 35 (Cehndt.),a la p. 47. Notre Cour ne se
prononce toutefasgeasujet, car la question

n'est pas soele\en 'espce.

f) Vu ces principes, I'appareil degsntiest
pas p&’ le monopole de I'appelante et le
pourvoi deite rejet’

Meme si les principes edags devrontefre

adagix exigences des @if€nts types de bre-
vets, on peahmoins esumer leur application

en l'espe.

N

Al)’etape de l'intermtation des revendica-
tions, la teneur de cesreerag® analyse
pour faire ressortir les expressions et les termes
descriptifsetgrindinent leeléments de l'in-
vention. Il n'y a pas lieu, daneskntpr’
affaire, de se perdre dartdids. dles reven-
dicatioesigght que des «circuitsegulent
elettromagetotteérapie. Aucun elément du
contexte des revendications ne permet de con-
clure que linventeur eomisidés circuits
comme non essentiels. Au contraire, ils sont au
coeur de l'invention. Aussi, rien ne prouge que,
la date de la publication du brevet, un travailleur
moyenevelans 'art aurait constatjue des
pouvaient permettre d’accomplir
essentiellement elme mfonction, d une

maniere essentiellement identique pour obtenir
essentiellement le emie Esultat qud I'aide des
circuits mentione$ dans le brevet.

(2) lemulation de la magothérapie gatea
des circuits constitue dd@memt essentiel

de l'invention.

A3 etape de I'analyse relativela contrefa-

con, l'appareilElectro-Sard” en cause dogtfe

soumis examen pour eregrminer leslé-

ments constitutifs.



[2000] 2 R.C.S. FREE WORLD TRUSTC. ELECTRO SANE INC. Le juge Binnie 1063

(4) If the accused device takes all of the essen- (4) Si l'appareil en cause reprend &tés les ”
tial elements of the invention, there is infringe- ments essentiels de l'invention, il y a contrefa-
ment. con.

0

The appellant complains, with some justice in L’appelante @plore, en partie avec raison selorf®
my view, that having stated its legal test of moi, quéaprvoirenon& le cri€re juridique
infringement, the Quebec Court of Appeal then  applicable erereateé contrefaon, la Cour d’ap-
erred in making a comparison between the device  pel ap€gua commis une erreur en comparant
of the appellant and the device of the respondents,  son appareil et celui des, iptira’en concluant
and coming to the conclusion (which the appellant  que les appet&iént difErents (ce que I'appe-
did not dispute) that the devices were different. lante n'a pas centest”

The appellant contends that the proper compari- L'appelante soutient que la comparaison aurait®
son is between the claims set out in its patents andu avdir pour objet les revendications de ses bre-
the devices marketed by the respondents. | agree, vets et les appareils mis erpardeshintiras.
but | believe that on reading the reasons of the  J'en conviens, mais apoir lu en entier les
Quebec Court of Appeal in their entirety, the court  motifs de la Cour d'appel ébeQuje crois
did make the proper comparison, even though that  qu’elle &qracla comparaison qui s'imposait,
court went on to make a superfluous comparison emm’si elle a en outre compairiutiiement les
between the two devices themselves. deux appareils.

The appellant points out that titdectro-Sarg” L'appelante signale que bon nombre des caraél
device features many of the characteristicseristiques des appareiSlectro-Sarg” correspon-
described in claim 1 of the '156 patent. It is an  dewrklles dcrites dans la premtié revendica-
“electro-magnetic low frequency therapeutic sys- tion du brevet 156. Il s’agit d'un efsfyst
tem”. The magnetic field intensity is adjustable by ertipeutique electromagetique a basse &
the user. There are means for controlling the mag-  quence». L'utilisateur gigat Fintensi€ du
netic field’s peak amplitude and frequency. As champ retgué. Une commande permet de
Wills J. said inIncandescent Gas Light Co. v. De  régler I'amplitude de e&te du champ maetique
Mare Incandescent Gas Light System, Ld. (1896), ainsi que la éjuence. Comme I'a dit le juge Wills
13 R.P.C. 301 (Q.B.D.), at p. 330: dahgcandescent Gas Light Co. c. De Mare

Incandescent Gas Light System, Ld. (1896), 13
R.P.C. 301 (Q.B.D.)ala p. 330:

It is seldom that the infringer does the thing, the whole TRAHUCTION] Il est rare que le contrefacteur accom-
thing, and nothing but the thing claimed in the Specifi- plisse tout ce qui est reventdigs’le mmoire des-
cation. criptif et rien d’autre.

The appellant however failed to establish that a Or, I'appelante n'a pastabli que, en 1981 et en 72
skilled reader would have understood in 1981 and 1983, au momnéss brevets ordte publis, (i)
1983, when these patents were published, that (i)  une personee wzns$ I'art aurait conclu que
the inventions as contemplated were intended to  l'intention de l'inveetaitr que les inventions
include departures (or variants) from the specified  englobeetch$s’ (ou les variantes) par rapport
circuit technology, (ii) that it would have been la technologiecigée utilisant un circuit, (ii) il
obvious to such a skilled reader that substitutingetait manifeste pour une telle personne eemdans
variants for the specified “circuit means” would I'art que la substitution d’'une variante aux «cir-
perform substantially the same function in substan-  cuitewugr’permettrait d’accomplir essentielle-
tially the same way to produce substantially the  mentdemenfonction, d’'une mamie essentielle-
same result, and (iii) that when the inventor speci- ment identique pour obtenir essentiellement le
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fied “circuit means” he didn’t really mean the
description to be taken literally. Had the appellant

been able to establish these points, its patents

would probably have been declared invalid for
covetous claiming.

emé Esultat et (iii) en employant le terme «cir-

cuits», l'inventeur n’avait pas vraiment voulu que
la description soit textuellementtdateri’
'appelante ava#tablif ceseléments, ses bre-

vets auraient probablemetdt dcla€s invalides

pour cause de w&s trop ambitieuses.

The claims clearly require “circuit means”. As
mentioned, a skilled reader in 1981 or 1983 would

associate that descriptive phrase with specific tech-
nology and consider the use of such technology

essential to the claimed invention. The fact that the
Electro-Sarg¢’device uses a microcontroller to per-

Les revendications exigent clairement des «cir-

cuits». Comme je le menti@mdgoniment, en
1981 ou en 1983, une persoemalaesslart
aurait asseciérme descripté la technologie
en cause et auraiesoasidle recoura cette
technolagfigt "essentieb I'invention revendi-

form a similar or even the same function does not eeqWWeEme si I'appareiElectro-Sarg” utilise un

bring it within the claim. It performs the function
in a very different way. Moreover, there is no rea-
son to think the inventor didn’t mean what he said,
or considered the use of “circuit means” a non-
essential element of the claims, or intended to
claim more broadly than “circuit means” and
thereby put at risk for “covetous claiming” the
validity of the patents. As the Court of Appeal
observed, the means of control of amplitude and
frequency is precisely the difference that validated
the patents over the prior art embodied in such
predecessor
Magrétopace, Myodynamic and Elec devices.

magnetotherapy machines as the

microcaiéur pour accomplir une fonction sem-

blable etnmidentique, il n'est pas eigar la
revendication. Il accomplit la fonction d'une
meEnies diférente. En outre, rien ne permet de
croire que l'inventeur envisageait autre chose que
ce gu'ilezrdt’ ni qu’il consi@Tait le recoura des

«circuits» commeeilémént non essentiel des

revendications ou qu'’il voulait revendiquer davan-
tage que des «circuits», compromettant ainsi la
validi¢s breveta tause de &€s trop ambi-
tieuses. Comme I'a fait remarquer la Cour d’appel,
le moyegldeliamplitude et la &quence cor-
respordighenta’ la difference qui a justidila

délivrance des brevets par rappart/'angriorité
integee a des appareils de magotrérapie &ja
existants comme Magtdpace, Myodynamic et
Elec.

In sum, the respondents’ device differs both En résun€&, I'appareil des intims se distingue

structurally and operationally from the device con-
templated in the claims. Substitution of a

microcontroller for the “circuit means” substitutes

a totally different technology for the core of the

156 and '361 patents and of itself is clearly fatal to
the appellant’'s allegation of infringement.

de celui erwistag's les revendications tant par

sa construction que par son fonctionnement. Le
remplacement des «circuits» par un migrocontr”
leur emporte la substitution d’'une technologie tota-
lemergrdiftea’ I'elément essentiel des brevets

156 et 361, ce qui en soi justifie clairement le rejet

de I'allégation de contrean formuEe par I'appe-
lante.

The appellant having failed to establish that the Etant done’ que I'appelante n'a pas praugue

respondentsElectro-Sarg” system included all of

le spsheElectro-Sare’des intines englobait tous

the essential elements of the monopoly set out in el&aents essentiels du monopole circonscrit par

its patent claims, purposively construed, the action
was rightly dismissed.

les revendications de ses brevetg@mterpr’

fonction de I'objet, I'action a juste titreeté

rejege.
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V. Disposition
The appeal is dismissed without costs.
Appeal dismissed.

Solicitors for the appellant: Joli-Coaur, Lacasse,
Lemieux, Smard, S-Pierre, Sllery, Québec.

Solicitors for the intervener: Dimock Sratton
Clarizo, Toronto.

V. Dispositif
Le pourvoi est rejet’sans dpens.
Pourvoi rejeté.

Procureurs de I'appelante: Joli-Caaur, Lacasse,
Lemieux, Smard, S-Pierre, Sllery (Québec).

Procureurs de I'intervenante; Dimock Sratton
Clarizo, Toronto.
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